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   A. Introduction  

    1    This chapter is intended to provide a comparative 1  overview of national enforcement 
mechanisms in light of the TRIPS requirements specifi ed in Articles 41 – 50. Leaving 
aside the WTO cases on certain aspects of enforcement, 2  there is no  ‘ international ’  case 
law on this issue, and since enforcement mechanisms by their very nature are subject to 
national law, the TRIPS provisions can only be interpreted in a meaningful manner by 
making reference to the enforcement mechanisms of individual countries. The TRIPS 
provisions are not commented on in the order they appear in the Agreement, but rather 
in the sequence of civil procedure: although the fi nal measures of injunctive relief, dam-
ages and other remedies (TRIPS, arts 44 – 46) in the TRIPS Agreement precede the pro-
vision on interim injunctions (art 50), the latter, due to their nature, have to be decided 
by a court prior to deciding on fi nal measures.  

 1      Commentaries on the TRIPS Agreement tend to interpret the provisions based on the Vienna Convention on 
the Law of Treaties, the WTO negotiating history and the interpretation given by the WTO Dispute Resolution 
Panel. This is an interpretation of international law based on international law. Particularly for the enforcement 
provisions, these are diffi cult to understand without a comparative background as to the practice in different 
Member States. A comparative approach therefore helps to evaluate issues such as interim measures or damages 
in the domestic contexts where they are actually applied, and to understand that concepts of fairness or effective 
protection are often determined by cultural preferences: while in the US, a profound and lengthy discovery may be 
regarded as serving justice, countries such as Germany, France or the Netherlands rather focus on fairness through 
effi ciency and speedy interim measures. China, Japan and the EPO ’ s Boards of Appeal offer court-managed, well-
structured trials that leave little room for cross-examination of witnesses and experts, thereby emphasising a 
pragmatic approach. In all these cases, it is diffi cult to argue that one approach is better than the other, but it is 
important to realise that these differences exist and that they are most likely here to stay. The last book on IP rights 
that offered an uncompromisingly comparative approach to the subject matter was Stephen Ladas ’  treatise on 
Patents, Trademarks and Related Rights, 3 vols (Harvard University Press, 1975).  

 2      Namely the case China-Intellectual Property Rights (2009), WT/DS362/R provides some defi nitions such 
as  ‘ effective action ’ , a term found in TRIPS, art 41(1). Also in the case EC-Enforcement of Intellectual Property 
Rights for Motion Pictures and Television Programmes (2001), WT//DS124/2, an agreement was reached on the 
 ‘ effective enforcement ’  against piracy by directly closing a number of Greek television stations.   Finally, the panel in 
US-Section 211 Appropriation Act ( 2002 )  WT//DS 176/AB/R  held that effective remedies under national law were 
those that  ‘ open the possibility of a genuine remedy for the complainant ’   .  
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    2    The term  ‘ enforcement ’  just as the term  ‘ intellectual property ’  is considerably new. 
 ‘ Enforcement ’  is not a term that would fi nd equivalents in other languages, for which 
reason it has been diffi cult to translate. The French may talk about  ‘  la mise en  œ uvre  ’ , yet 
it does not have quite the same ring to it. The German term  ‘  Rechtsdurchsetzung  ’  comes 
close to enforcement, yet would not only refer to acts against an infringement.  ‘ Enforce-
ment ’  as understood in the modern sense and by the TRIPS Agreement does not relate 
to any acts necessary for  obtaining  an IP right, but for  putting an end to infringing acts  in 
order to render the IP right effective.  

    3     ‘ Enforcement ’  does not necessarily determine the means of action. These can be civil, 
criminal or administrative.  Civil  because private rights are at stake: 3  patents, trade 
marks and copyrights may have their administrative sides, particularly where a granting 
process is involved, yet thereafter would become property rights of sorts, enforcement 
of which would also be predominantly civil. But just as acts of vandalism or theft repre-
sent criminal offences violating private property, IP infringement may also qualify as a 
criminal offence, for example, where committed on a professional scale. 4   Administrative  
enforcement, for example, by the Patent and Trade Mark Offi ces, may have advantages 
due to the often complex nature of IP rights. Administrative agencies that have to deter-
mine registrability of an IP right may also be well qualifi ed to determine its scope for 
the purposes of enforcement. 5  Furthermore, there are no alternatives to administrative 
enforcement in areas exclusively handled by the administration. For IP matters, this is 
particularly the case where the export and import of goods is concerned. Border control 
is thus one of the most important fi elds of administrative IP enforcement, although 
some countries, notably the US, have developed a border enforcement system that is in 
all respects  ‘ judicial ’ ; see chapter twenty.  

    4    The manner of enforcement is also determined by the complexity of the subject matter. 
Looking at a patent infringement case in, for example, the UK, an impressive num-
ber of highly paid specialists are involved: the judge, two senior barristers (QC) on 
both sides, aided by two junior barristers. The barristers have been instructed by solici-
tors, and we may thus well fi nd two solicitors on each side. Because of the technical 
nature of the patent, barristers and solicitors may be assisted by patent attorneys and/or 

 3      According to the Preamble to the TRIPS Agreement, IP rights are private rights. As such, they have also been 
recognised by the    European Court of Human Rights ( ‘ ECHR ’ ),  Anheuser Busch v Portugal  , decision of  11 January 
2007 ,  39 IIC 739   .  

 4      However, a number of free trade agreements, eg the US-Singapore Free Trade Agreement, require the intro-
duction of criminal offences even beyond what TRIPS would require. It is questionable if this would lead to 
an effective strengthening of IP rights. See also section IX. In any event, the  ‘ TRIPS-plus ’  provisions found in 
these free trade agreements generally have not imposed additional requirements relating to patent enforcement, 
although art 10.67 of the EU-South Korea Free Trade Agreement does extend border measures to patented goods.  

 5      Administrative enforcement mechanisms against infringement can particularly be found in Asia. In Vietnam 
and China, civil enforcement was not even available until a few years ago. In Korea and Japan, the Patent Offi ce can 
be asked to determine the scope of a patent right in infringement procedures, an avenue fairly common in Korea, 
but not in Japan. In the Philippines, the Patent Offi ce offers a forum for handling IP disputes that many right own-
ers fi nd preferable to court proceedings owing to the expedited nature of proceedings.  



Comparative Overview and the TRIPS 5

 technical experts. The patentee, often accompanied, would be represented by the head 
of his patent department. Determining infringement therefore becomes complex, time 
consuming and costly. It is not least for this reason that most countries would prefer to 
leave IP enforcement to the initiative of private parties, for example, by decriminalising 
infringements 6  or by the public prosecution refusing to take up cases. 7   

    5    Finally,  ‘ enforcement ’  does not refer to any specifi c remedy. Remedies could be adminis-
trative fi nes, criminal fi nes or prison terms, or civil remedies such as injunctions (TRIPS, 
art 44), compensation (TRIPS, art 45), destruction of infringing goods or an apology 
(TRIPS, art 46). Of all these, the most sought after is the  injunction . An injunction is 
meant to put an end to acts of infringement. The importance of injunctive relief for 
IP infringement stems from three factors: fi rst, to avoid further market confusion and 
thereby the erosion of the IP owner ’ s competitive position where cases of trade marks 
or unfair competition are concerned. Second, by upholding the IP owner ’ s monopoly 
which (at least for patents and copyrights) has only been granted for a limited period of 
time: if any infringer could get away with monetary compensation, the IP right would 
lose its function of excluding all others but the owner from its use. It is only the exclu-
sivity that allows the IP owner to charge a monopoly rent for the protected product. 8  
Third, injunctive relief is often the most effective remedy, as damage claims are often 
diffi cult to prove. 9   

    6    Last but not least, IP infringement has increasingly become a matter of strategy and 
tactics. In the same way as strategies for registering IP rights have developed, 10  enforce-
ment has also become an increasingly complex pattern in the commercial strategies of 
a company. 11    

 6      eg in Taiwan, patent infringement under the revised 2001 Patent Act is no longer a criminal offence, which 
means that patentees have to rely on private enforcement.  

 7      While in Germany the fi rst half century of patent law between 1877 and 1917 was dominated by the criminal 
enforcement of patents, subsequent cases have been almost exclusively civil and refl ect the attitude that public 
prosecution should only take place where public interests are indeed at stake: see section IX.  

 8      To be sure, most patents and copyrights do not enable the owner to exercise monopoly power in an economi-
cally meaningful sense, a point the    US Supreme Court explicitly recognised in  Illinois Tool Works v Independent 
Ink, Inc   , 547 U.S. 28, 44  ( 2006 )   (stating that  ‘ the vast majority of academic literature recognizes that a patent does 
not necessarily confer market power ’ ). Moreover, many patent owners do not use their patents to exclude others 
but rather to obtain licensing revenue, a circumstance that in the United States inclines courts toward denying 
injunctive relief (as discussed below, and in ch 16). From a purely economic standpoint, perhaps the best argument 
in favour of protecting patent rights by means of injunctive relief is that (compared with awards of ongoing royal-
ties) injunctions often, though not always, conserve on adjudication and error costs. See      T   Cotter   ,   Comparative 
Patent Remedies:     A Legal and Economic Analysis   ( Oxford University Press ,  2013 )  53 – 55   .  

 9      Traditionally, injunctive relief has been of right in civil law countries, and a discretionary remedy in com-
mon law countries. The discretionary nature of injunctive relief has made it easier for countries such as the US 
to deny such remedy in cases of perceived abuse, namely by non-producing entities ( ‘ trolls ’ ), or in case of patents 
integrated in standards. While the rate of patent infringement cases where injunctive relief is granted has fallen to 
75% in the US, German courts have been largely deaf to arguments based on patent abuse (see ch 4).  

 10      eg       G   Rahn   ,  ‘  Patentstrategien japanischer Unternehmen (Patent Strategies of Japanese Enterprises)  ’  ( 1994 )  
   GRUR Int    377    .  

 11      eg      K   Moore   ,    T   Holbrook, J Murphy   ,   Patent Litigation and Strategy    4th edn  (West,  2013 )  .  
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   B. Enforcement and International Law  

   I. General  

    7    Neither in terminology nor in substance did  ‘ enforcement ’  fi nd its way into interna-
tional agreements on IP rights prior to TRIPS. Articles 9 and 10 of the Paris Convention 
contain some rudimentary rules on  ‘ seizure on importation ’ , an administrative remedy 
that can also be found in the Madrid Arrangement for the Repression of False and 
Deceptive Indications of Source on Goods of 1891. But ensuring seizure upon impor-
tation was merely meant to plug a hole in most domestic legislation that did not give 
special rights of importation and thus made it diffi cult for the right owner to act on his 
own behalf in this respect. Furthermore, some provisions of the Paris Convention refer 
to  ‘ effective ’  remedies, for example, Article 10bis ( ‘ effective protection against all acts of 
unfair competition ’ ). 12  More is not specifi ed in the Convention, however, and the above 
provisions were regarded as of  ‘ platonic character ’ . 13   

    8    In addition, there are a number of conventions that deal with the effects of legal dis-
putes. For example the Brussels 14  and Lugano 15  Conventions on jurisdiction lay down 
uniform rules for the EU and EFTA countries regarding jurisdiction within Europe, 
and with the purpose of avoiding double litigation. Finally, the Hague Agreements 16  
concern assistance in civil procedures.  

    9    The scarcity of international rules concerning enforcement stands in marked contrast 
to what has been achieved in the fi eld of  obtaining  IP rights. Here, a great number of 
international conventions facilitate the international fi ling for patents and trade marks: 
the Paris Convention of 1883 grants a priority period of one year to patents and util-
ity models, and six months to designs and trade marks; the Patent Cooperation Treaty 
of 1970 defers the requirements of translation and national fi ling in other countries 
for another 20 months beyond the one year priority interval in order to provide the 
applicant with a preliminary search and (for some countries) examination; the Patent 
Law Treaty 2000 further streamlines formalities of the application procedure. In the 
fi eld of trade marks, the Madrid Agreement of 1891 and the Madrid Protocol of 1989 

 12      Art 10ter also refers to remedies, yet does not specify which are the  ‘ appropriate legal remedies to repress 
effectively all the acts referred to in Articles 9, 10 and 10bis ’ . The obligations thus remain vague.  

 13           A   Osterrieth   ,   Die Haager Konferenz 1925   ( 1926 )  75   .  
 14      Convention on Jurisdiction and the Enforcement of Judgements in Civil and Commercial Matters of 

27  September 1968, available at   http://curia.europa.eu/common/recdoc/convention/en/c-textes/brux-idx.htm  . 
This was replaced by the Council Regulation (EC) 44/2001 of 22 December 2000 on jurisdiction and the recogni-
tion and enforcement of judgments in civil and commercial matters, OJ L12/1, which itself has since been replaced 
by (EC) Regulation 1215/2012.  

 15      Convention on Jurisdiction and the Enforcement of Judgements in Civil and Commercial Matters of 
16 September 1988, available at:   www.curia.eu  . The Convention was signed between the then EC Member States 
and Norway, Austria, Switzerland, Finland and Sweden. The non-EC members explicitly acknowledged the ECJ ’ s 
role in interpreting the Convention.  

 16      Hague Convention on Private International Law of 17 July 1905,   www.hcch.net   (French only); Hague Con-
vention on Civil Procedure of 1 March 1954 (  www.hcch.net  ); Hague Convention on the Service Abroad of Judicial 
and Extra-judicial Documents in Civil or Commercial Matters of 15 November 1965 (  www.hcch.net  ); Hague Con-
vention on the Taking of Evidence Abroad in Civil and Commercial Matters of 18 March 1970 (  www.hcch.net  ).  
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  both allow the applicant to obtain protection in other countries on the basis of just 
one international fi ling; the Trade Mark Law Treaty of 1994 streamlines application 
procedures in making certain formal requirements such as the number of copies to be 
supplied to national patent offi ces more uniform; and the Nice Agreement of 1957 on 
the classifi cation of marks provides trade mark applicants with a uniform catalogue 
of goods and services used and applied by all domestic patent offi ces (the Nice Agree-
ment has 84 members, yet is adhered to by a number of other countries, too).  

    10    There is thus a marked contrast between efforts to facilitate and harmonise fi ling pro-
cedures on the one hand and enforcement procedures on the other.   

   II. Diffi culty of Uniform Rules  

    11    There are a number of reasons why it has been easier to harmonise rules for  obtaining  
IP rights than for  enforcing  them. For one, the basic rules laid down in 1883 by the 
Paris Convention were negotiated between a very limited number of countries. They 
required the founding members to change parts of their industrial property laws, yet 
left most of the application procedures untouched. To this day, there are huge differ-
ences in granting procedures, namely between countries that conduct a substantive 
examination for patents and trade marks (eg Japan, the US, the UK and Germany) 
and those countries with a mere registration system (eg France and Italy). When dis-
cussions on a uniform system of industrial property rights started back in 1873, it 
soon became apparent that a uniform system of world patents or trade marks could 
not be achieved at that stage owing to the national differences in granting and enforc-
ing IP rights. This can also be observed at a European level where the agreement on 
a  European Patent Offi ce (EPO) dates back to 1973 (European Patent Convention), 
while an agreement on a Community Patent Court has only been reached in 2013, that 
is, some 40 years later (for details, see chapter two).  

    12    Next, it was to the advantage of the IP system and its users that granting procedures 
were undertaken by specialised offi ces outside the general administration. This 
meant that harmonising certain principles of application procedure could be under-
taken without any repercussions towards the system of administrative law in general. 
Enforcement procedures on the other hand could not claim such advantage. Rather, 
civil enforcement in each country is deeply steeped in the domestic system of civil 
procedure in general. A uniform system of enforcement would have meant specifi c 
courts only dealing with such matters — an impractical solution for countries where 
only a very limited number of IP lawsuits are raised. 17   

    13    A certain harmonisation in matters of infringement only became necessary where uni-
form patents were granted for several countries, for example, by an institution such 
as the EPO. Here, the scope of patent rights had to be specifi ed both for the granting 

 17      Within the last decade, however, an increasing number of countries have either established specialised IP 
courts (eg England and Wales, Switzerland) or enacted policies under which all or most patent infringement suits 
are litigated in 1 or 2 courts (eg France and Japan; 3 in the case of Turkey). The US does not have specialised pat-
ent trial courts, but (like Japan) it does have a specialised appellate court for such matters. The quality of patent 
decisions is often a tribute to the specialised nature of such courts.  
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authority and the courts (European Patent Convention, art 69). It is not possible for a 
granting authority to grant patents without knowing how these patents will be inter-
preted by national courts. 18  This should also be borne in mind where countries are 
thinking of a reciprocal recognition of patent rights: this only makes sense where the 
patentee and the granting authority can be certain of the scope given to the patent in 
such other country. 19   

    14    Just to mention some of the issues that a harmonisation of enforcement procedures 
in civil matters would have to encompass: availability of pre-trial measures; contents 
of the initial claim; service of such claim and other documents submitted to the court; 
rules of jurisdiction; rules for obtaining and interpreting evidence; role of the judge 
and the legal representatives in an action; rules on who should have standing to sue; 
powers of legal representatives and rules on who would be capable of being a legal rep-
resentative (patent attorneys?); rules for interim measures; rules on how a trial should 
be conducted; rules on the interpretation of IP rights; relationship between infringe-
ment and nullity; rules on what remedies would be available; rules on appeals. 20  The 
TRIPS Agreement was the fi rst that tried to set some form of minimum rules for a 
number of issues mentioned.   

   III. History of TRIPS and Enforcement  

    15    Interestingly enough, the starting point for including IP rights into the framework of 
international trade of the GATT Agreement were increasing numbers of pirated or 
counterfeited goods (for a defi nition, see below section VIII) on markets all over the 
world. The initial attempt was thus limited to a framework to stop dealing in counter-
feit goods. 21  Subsequent negotiations broadened this mandate. As a preparation to a 
coming GATT round, a 1982 Ministerial Declaration recommended  

  to examine the question of counterfeit goods with a view to determining the appropriateness 
of joint action in the GATT framework on the trade aspects of commercial counterfeiting, 
and if such joint action is found to be appropriate, the modalities for such action, having 
full regard to the competence of other international organisations. For the purposes of such 
examination, the Contracting Parties request the Director-General to hold consultations with 
the Director-General of WIPO in order to clarify the legal and institutional aspects involved. 22   

    16    Opposition to such mandate came particularly from Brazil and India with two argu-
ments: fi rst, international trade should deal with tangible rather than intangible goods, 

 18      As was highlighted by the decision of the EPO ’ s Enlarged Board of Appeal of 11 December 1989, OJ 1990, 
93 —  ‘ Mobil Oil III ’ .  

 19      An issue that is conveniently overlooked by the proponents of international patent harmonization:       C   Heath   , 
 ‘  Harmonisation of International Patent Law?  ’  ( 2008 )  39      IIC    210    .  

 20      An attempt at harmonising some of these issues has been made by the EC Enforcement Directive, see  ch 2  
for details.  

 21      Agreement on Measures to Discourage the Importation of Counterfeit Goods, GATT Document L/4817 of 
31 July 1979, reprinted in 12 IIC 201 [1981].  

 22      38th Session at Ministerial Level Ministerial Declaration, reprinted in GATT, BISD 30th Supplement, 19 
(1983).  
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and, second, WIPO should handle all issues of intellectual property. 23  Further negotia-
tions, particularly in the fi rst half of 1986 fi nally led to the inclusion of both IP rights 
and services in the new GATT Round that was opened on 20 September 1986 in Punta 
del Este, Uruguay. In the Common Declaration of 20 September 1986, the mandate to 
negotiate matters of IP rights was outlined as follows:  

  In order to reduce the distortions and impediments to international trade, and taking into 
account the need to promote effective and adequate protection of intellectual property rights, 
and to ensure that measures and procedures to enforce intellectual property rights do not 
themselves become barriers to legitimate trade, the negotiations shall aim to clarify GATT 
provisions and elaborate as appropriate new rules and disciplines. 

 Negotiations shall aim to develop a multilateral framework of principles, rules and disci-
plines dealing with international trade in counterfeit goods, taking into account work already 
undertaken in the GATT. 

 These negotiations shall be without prejudice to other complementary initiatives that may 
be taken in the World International Property Organization and elsewhere to deal with these 
matters. 24   

    17    The Ministerial Declaration set the tone for the following negotiations between the 
opening on 20 September 1986 and the eventual conclusion of the WTO/TRIPS 
Agreement in Marrakech, Morocco, on 15 April 1994. While the fi rst phase of the 
negotiations in 1986/87 concerned aspects of counterfeiting and piracy including bor-
der measures, 25  a number of European countries wanted IP rights to be strengthened 
in general. 26   

    18    As a consequence, not only border measures on counterfeit goods, but the whole 
framework of IP rights became part of the WTO Agreement. 27     

   C. TRIPS — General Principles of Enforcement: 
Articles 41 and 42  

   I. Procedures in General  

    19    Given the fact that the TRIPS Agreement developed out of a framework to combat 
piracy and counterfeiting, it is no coincidence that one whole part (Part III) of the 
agreement is dedicated to enforcement, and that this part with 20 provisions is far 

 23            A   Bradley   ,  ‘  Intellectual Property Rights, Investment and Trade in Services in the Uruguay Round  ’  ( 1987 )  23   
   Stanford Journal of International Law    57, 66    .  

 24      Ministerial Declaration on the Uruguay Round, GATT Document No MIN.DEC (20 September 1986).  
 25            J   Ross   /   J   Wasserman   ,   Trade Related Aspects of Intellectual Property Rights    in      T   Stewart     (ed),   The GATT Uruguay 

Round:     A Negotiating History   ( 1986 – 1992) , vol II ( Kluwer ,  1993 )  22    .  
 26      ibid 24, citing the 1988 proposals of the Nordic countries and the EC.  
 27      This is not to say that there was not a signifi cant portion of lobbying from rights owners ’  groups involved 

that saw the chance to impose high standards of protection on often unwitting developing countries:       A   Koury 
Menescal   ,  ‘  Those behind the TRIPS Agreement — the Infl uence of ICC and AIPPI on Intellectual Property Agree-
ments  ’  [ 2005 ]     IPQ    155    .  
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more detailed than the provisions on, for example, patents. The high number of provi-
sions also refl ects the lack of harmonisation or minimum standards in this area, and 
the diversity in domestic enforcement systems as described under section II above. The 
emphasis of the TRIPS provisions lies in rules for civil enforcement (arts 42 – 48, 50) 
and administrative measures by way of border enforcement (arts 51 – 60).  Article 49 
clarifi es the fact that infringement can also be dealt with administratively, yet under 
the same rules as laid down for civil procedures. The structure of Articles 42 – 49 
also illustrates that civil enforcement of infringement is regarded as clearly prefer-
able to administrative enforcement. Finally, criminal measures are only mentioned in 
 Article 61 and need only be provided for in cases of wilful infringement of patents or 
copyrights on a commercial scale. This refl ects the experience of developed countries 
that criminal enforcement does not provide a viable alternative to civil procedure.   

   II. Principles Laid Down in Article 41  

   1. Article 41(1)  

    20    Article 41(1) requires members to provide a legal framework for effective action 
against any act of infringement. Such remedies shall be effective against infringing 
acts, yet also provide safeguards against abuse. In addition, remedies shall constitute a 
deterrent to further infringement. Already this is diffi cult to understand, as there is no 
requirement to provide for punitive sanctions under civil enforcement. Article 45(1) 
states that damages shall be adequate to compensate for the injury, yet this would not 
have a deterrent effect. 28  As a deterrent, one can imagine having the infringer pay at 
least the IP owner ’ s legal expenses, including attorney ’ s fees, something that has been 
common practice in many European countries, and was recently reinvigorated in the 
US. This is set down in Article 45(2) yet only as an optional provision. Within the con-
text of TRIPS, it is thus far from clear what remedies are considered to be deterrent. 
From an economic point of view, deterrent remedies must be those that go beyond 
what a lawful user has to invest. If damages are compensatory rather than punitive, 
damages alone can hardly serve as a deterrent. Burdening the losing party with the 
winning side ’ s attorney ’ s fees may have a deterrent effect, yet is not mandatory under 
TRIPS. Providing criminal sanctions can serve as a deterrent, yet is only required in 
special circumstances as mentioned below (section IX). Only injunctive relief is a rem-
edy that a lawful user such as a licensee would not have to face.  

    21    The  ‘ safeguard against abuse ’  as mentioned in Article 41(1) is further specifi ed in 
 Article 48 and seems to refer to an objective concept of  ‘ wrongful enforcement ’  29  
departing from the normal function of enforcement and turning it into a perversion 
of the course of justice. 30  There are objective cases that may (or even should) give rise 

 28      Although some countries increase the award of an ordinary licensing fee in order to account for the fact that 
the infringer should not benefi t from the same conditions as a lawful licensee. This is the case for Italy, see  ch 7 , 
and China, see ch 11.  

 29      See       C   Heath   ,  ‘  Wrongful Patent Enforcement  ’  ( 2008 )  39      IIC    307    .  
 30           D   Gervais   ,   The TRIPS Agreement    2nd edn  ( Sweet  &  Maxwell ,  2003 )   margin note 2.412.  
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to a damage claim by the defendant: one is the execution of interim measures that 
subsequently turn out to be wrong. This case is explicitly mentioned in Article 9(7) of 
the European Enforcement Directive, and seems uncontroversial: 31    

Where the provisional measures are revoked or where they lapse due to any act or omission 
by the applicant, or where it is subsequently found that there has been no infringement or 
threat of infringement of an intellectual property right, the judicial authorities shall have 
the authority to order to applicant, upon request of the defendant, to provide the defendant 
appropriate compensation for any injury caused by such measures. 

    22    More controversial is the question of what should happen when a patent is revoked 
after a successful infringement action. For a number of countries, the answer is: noth-
ing (France; 32  Japan; 33  Italy 34  (when the decision has already been executed); Turkey 
and China unless the patentee has acted in bad faith), while other countries allow a 
re-opening of the previous infringement proceedings (Germany; 35  the UK 36 ).  

    23    Clear cases of malicious enforcement are not easy to fi nd, though. The enforcement 
of a clearly invalid patent may be one. 37  Patent extensions may be abusive when based 
on incorrect information. 38  A misuse by patent enforcement strategies was mentioned 
in the European Sector Inquiry of the Pharmaceutical Industry ’ s Final Report as of 
8 July 2009 39  with respect to litigation by pharmaceutical companies in order to delay 
marketing approval or market entry of generic drugs, or by settlements in the course 
of litigation. 40   ‘ Abuse ’  can also refer to excessive requests for customs seizure that at 
least in Europe is relatively  ‘ risk free ’  for a period of up to 10 days, often enough to 
prevent goods from being exhibited at a fair or to interfere with time-sensitive sales 
(see chapter twenty for details). Acts of (objectively) wrongful enforcement can also 
be the dispatch of warning letters to customers or suppliers of the (alleged) primary 
infringer where these letters subsequently proved wrong.   

 31      See   Directive 2004/48/EC of the European Parliament and of the Council of April 29, 2004 on the Enforce-
ment of Intellectual Property Rights,  2004   OJ (L 195) 16 (EC)   . In fact, only in Italy does such damage claim 
face insurmountable obstacles because the damage claim requires proof of bad faith by the court ordering the 
interim relief. See Casucci in  ch 7  of this book. This is the more problematic since in Italy, interim measures can 
be requested even based on a mere patent application. It thus appears that not only has Italy not properly imple-
mented art 9(7) of the European Enforcement Directive, but may also not be in line with the TRIPS provisions.  

 32        French Supreme Court, decision of  17 February 2012 ,  43 IIC 472  ( 2012 ) with comment by Ag é  and Moreira  .  
 33        Patent Act, s 104quater (inserted in 2012). It is different where the defendant has not yet paid: French 

Supreme Court,  12 June 2007 ,  39 IIC 354  ( 2008 ) —  ‘ False Ceiling ’   .  
 34      Italian Industrial Property Code, s 77 stipulates  ‘ The declaration of nullity of a patent has a retroactive effect, 

yet does not affect: a) Measures already carried out for the enforcement of fi nal decisions in infringement matters ’ .  
 35        D ü sseldorf Appeal Court, Decision of 11 May 2006 — Restitutionsklage III,  39 IIC 355  ( 2008 )  .  
 36          Virgin Atlantic Airways v Zodiac Seats  , Supreme Court, 3 July 2013 [ 2013 ]  UKSC 46   .  
 37      Canadian decision  Ratiopharm v Pfi zer Ltd , Federal Court of Canada, 8 July 2009, where the company ’ s pat-

ent department against better knowledge described the selection of one compound as  ‘ unique ’ ,  ‘ outstanding ’  and 
 ‘ particularly suitable ’ .  

 38        ECJ,  6 December 2012 ,  Case C-457/10 P    Astra Zeneca v Commission    , upholding a Commission ruling of 
15 June 2005 against Astra Zeneca for supplying misleading information to the authorities and thereby obtaining 
a supplementary protection certifi cate.  

 39        http://ec.europa.eu/competition/sectors/pharmaceuticals/inquiry/communication_en.pdf  .  
 40      For the    US, this has been discussed in the Supreme Court case  FTC v Actavis, Inc  ,  570 U.S. ___  ( 2013 )  .  
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   2. Article 41(2)  

    24    Article 41(2) lays down the basic principles of procedure. These shall be fair and equi-
table, not unnecessarily complicated or costly, nor entail unreasonable time limits or 
unwarranted delays. In the wording  ‘ fair and equitable ’ , we fi nd the general principle 
of checks and balances that permeates the enforcement section. The notion comprises 
equal treatment (mentioned in TRIPS, art 3 as national treatment) and would argua-
bly not be met by an enforcement system that tends to discriminate against foreigners. 
But it also alludes to procedural principles such as the right to be heard. Remedies shall 
be effective, yet take into account the position of both IP owner and alleged infringer. 
The infringer shall neither be able to continue with his activities undisturbed, nor 
shall the IP owner be able to harass third parties or initiate unwarranted complaints. 
The other requirements regarding complexity and delay may be understood in light 
of what was explained above. By their very nature, IP suits are often complicated. The 
often necessary involvement of specialists is costly, and the complexity makes delays 
not uncommon. And still, there are huge discrepancies between certain jurisdictions. 
Perhaps the most costly IP suits are litigated in the UK and the US. In the latter juris-
diction, an IP lawsuit with an average value of US $ 1 million at risk would cost an aver-
age of US $ 970,000 through the end of the suit. 41  In Germany, a comparable lawsuit 
would only cost a tenth as much. 42  The average duration of a patent infringement suit 
in Italy is three years, 43  while in Japan it stands at about 14 months. 44   

    25    Fair and equitable procedures may also encompass some other basic principles. Every 
party should have the right to be heard and be properly represented in court. Intellec-
tual property being a relatively new subject, many countries have a shortage of quali-
fi ed lawyers in this fi eld, making professional representation diffi cult. Also the rules 
of evidence and the burden of proof should be fair and equitable. In this respect, one 
rule can be found in Article 34 which regards process patents. If the alleged infringer 
uses a process that the patentee suspects to be covered by the patent, it shall be up 
to the alleged infringer to prove the contrary. This applies where the fi nal products 
obtained are identical and the product obtained by the patented process is new and the 
patentee has made reasonable efforts to enquire about the alleged infringer ’ s process. 
But fairness also requires the defendant to be protected, particularly where his own 
trade secrets are concerned. A number of provisions specifi cally require such protec-
tion, even in cases where the information is vital to the IP owner ’ s case.  Article 34(3) 
requires the legitimate interests of the defendant in protecting his manufacturing and 
business secrets to be taken into account, and Article 43 requires member states to 
provide conditions which ensure the protection of confi dential information in cases 
where the defendant is ordered to present evidence. And fi nally, Article 42 requires 

 41      AIPLA ’ s  2013 Report of the Economic Survey , 34, I-129 (reporting, under the heading  ‘ Patent Infringement 
Litigation, All Varieties ’  with less than  $ 1 million at risk, the following: mean litigation costs through end of dis-
covery of  $ 530,000, median litigation costs through end of discovery of  $ 350,000, mean litigation costs  ‘ inclusive, 
all costs ’  of  $ 968,000, and median litigation costs  ‘ inclusive, all costs ’  of  $ 700,000).  

 42      Osterrieth,  ch 4  of this book.  
 43      Casucci,  ch 7  of this book.  
 44      Heath,  ch 13  of this book.  
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 ‘ means to identify and protect confi dential information ’ . Balancing the plaintiff  ’ s and 
the defendant ’ s interests in cases where trade secrets are involved is particularly dif-
fi cult. The courts in most countries can order  in camera  proceedings which exclude 
the public from oral hearings. The court can further order the documents of the case 
to be accessible only to a limited number of persons 45  and impose so-called  ‘ gagging 
orders ’  on either party. 46  Where the defendant has to produce evidence and claims 
that trade secrets are at stake, the court must ensure that such an estoppel is not 
frivolous. 47  Thus, a number of jurisdictions require the relevant documents to be 
inspected by the judge so as to determine to what extent trade secrets are indeed 
involved. 48   

    26    Finally, fair and equitable procedures would also require a certain profi ciency of judges 
in deciding IP cases. Owing to the specifi c nature of IP rights, special knowledge and 
experience in this fi eld is vital in order to ensure timely and well-reasoned decisions. 
In this respect, Article 41(5) provides that there is no obligation to set up special IP 
courts. Until recently, such courts in fact rarely existed for cases of infringement, 
although they have started to become more common over the last decade or so, as 
has been mentioned above. 49  Many countries, however, have started to limit jurisdic-
tion to only one court (France, Switzerland), or two courts (the UK, or Japan). Japan 
now has specifi c IP divisions at the district courts Tokyo and Osaka that have exclu-
sive jurisdiction over patent matters, while the IP High Court in Tokyo has exclusive 
jurisdiction for all patent appeals, including both infringement cases and patent offi ce 
decisions. 50  In Indonesia, the commercial courts have been given exclusive jurisdic-
tion over IP infringement suits. 51  Not all countries have taken such steps, however. In 
Italy, until 2004 every one of the about 160 district courts could hear IP cases, making 
specialised knowledge of the judge unlikely. That the number of competent patent 
courts now stands at 22 does not make matters much better. 52  But even with special-
ised courts or special divisions, judges will require a number of years of  expertise in 

 45      eg Japanese Patent Act, s 105quater.  
 46      eg UK Civil Procedure Rules 1998, pt 31.22.  
 47      eg Tokyo High Court, 20 May 1997, 30 IIC 452 [1999] —  ‘ Sale of Pharmaceuticals ’ :  ‘ The intention of protect-

ing trade secrets is not a legitimate reason for refusing an order to produce documents relevant to the other party ’ . 
See also below.  

 48      Such a rule is now contained in the Japanese Patent Act, s 105(2). Where evidence is obtained by search 
orders, similar safeguards are provided by the English Anton Piller (now search) order and the French  saisie-
contrefa ç on.  For details, see below.  

 49      In 1999, Thailand set up a special Intellectual Property and International Trade Court in Bangkok which 
consists of about 30 full-time and 100 part-time judges: Ariyanuntaka (1999) 30  IIC  360. In the US, there is no 
special IP court in the fi rst instance. The Court of Appeals of the Federal Circuit, however, hears all appeals in 
patent infringement cases as well as appeals from administrative decisions by the USPTO. In addition, some coun-
tries provide for specifi c  ‘ patent courts ’  which do not deal with infringement, but with nullity and revocation of 
IP rights, thereby functioning as appeal institutions of the patent offi ces. This is the case for Germany and Korea. 
Both countries have in common that the ordinary courts cannot invalidate patents in infringement actions. Yet, 
Korea is considering an amendment to its patent law whereby the Patent Court should also receive jurisdiction 
over patent infringement cases.  

 50      Heath,  ch 13  of this book.  
 51            C   Antons   ,  ‘  Intellectual Property Law in Indonesia  ’   in     C   Heath    (ed),   Intellectual Property Law in Asia   ( Kluwer 

Law ,  2002 )   .  
 52      Casucci, ch 7 of this book.  
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the fi eld and should thus not be transferred too frequently — something that nonethe-
less  happens in Japan and France. Such specialised judges could also be given suffi cient 
career opportunities as an incentive for such specialisation. Judicial expertise is per-
haps the most important guarantee for a successful enforcement of IP rights. In this 
respect, Turkey is a good model: prior to setting up the specialised IP courts in Ankara, 
 Istanbul and Izmir, eight future IP judges received a one-year training in various Euro-
pean institutions.  

    27    Judicial expertise is also the main argument for a bifurcation of infringement and 
validity proceedings. Divisions of the German Federal Patent Court, and the Boards 
of Appeal of the EPO, operate with both legally and technically trained judges, while 
cases are argued mostly by patent attorneys, thereby making technical experts unnec-
essary. Courts that hear both issues of validity and infringement normally operate 
with legally trained judges who need to get their expertise either from technical assis-
tants (a common model in East Asia), or from court-appointed experts (Italy, France, 
Turkey). In common law jurisdictions (the UK and the US), an extensive cross-exam-
ination of experts put forward by the parties often helps the judges to grapple with 
the technical angle of a case. Finally, Switzerland for its Patent Court has opted for a 
hybrid model of full-time legal judges and part-time technical judges, something that 
is also envisaged for the future Community Patent Court. Where technical experts are 
recruited amongst members of the patent bar, this may lead to issues of partiality, an 
aspect that is further discussed in chapter nine (Switzerland) for part-time judges and 
chapter seven (Italy) for court-appointed experts.   

   3. Article 41(3)  

    28    Article 41(3) specifi es two further requirements of fair procedure. First, decisions pref-
erably shall be in writing and reasoned, and, second, decisions shall only be based on 
grounds that the parties had an opportunity to comment on. Having established such 
a principle, the former part of the provision is optional, as are so many in the section 
on enforcement. While this may be deplorable, one should bear in mind that this is 
the fi rst international agreement with a section on enforcement, and there are thus no 
previous agreements or minimum standards which could have been built upon. The 
requirement of a decision in writing that should be served on both parties could even 
be broadened. It is regrettable that in many countries, IP decisions are not properly 
published, making it diffi cult for users of the IP system to anticipate the results of a 
possible lawsuit. In addition, publication of decisions also allows academic discussion 
and international comparison.   

   4. Article 41(4)  

    29    Article 41(4) lays down a very important principle, particularly for those IP rights 
that are granted by administrative authorities: the right of judicial review of all fi nal 
administrative decisions, and a right of appeal against any court decision at least 
regarding the legal aspects. The provision does not use the word  ‘ court ’ , but  ‘ judicial 
authority ’ . Arguably, this includes such quasi-judicial bodies as the EPO ’ s Board of 
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Appeals. 53  That means the judicial review of fi nal administrative decisions must not 
be confi ned to legal aspects, but also the facts of the case. 54     

   III. Article 42  

    30    Article 42 of TRIPS specifi es the above-mentioned general principles for civil pro-
cedures. Even in countries with a prevalence of administrative proceedings, civil 
procedures have to be made available. This required changes in domestic legislation, 
particularly for China which had a strong tradition of administrative enforcement. 55  
The further requirements of Article 42 have been mentioned above (protection of 
confi dential information) or will be elaborated below in the context of interim proce-
dures (written notice etc).    

   D. Rules for Obtaining Evidence: Articles 43 and 50(1)(b)  

   I. TRIPS Provisions Articles 43 and 50(1)(b)  

    31    More cases may be lost for want of suffi cient evidence than for points of substantive 
law. Issues of evidence feature so prominently in IP cases because of the very subject 
matter in question. If and to what extent there is damage to tangible property might be 
subject of debate between experts, but is rarely a problem of available evidence. This is 
completely different in the world of intangible rights. If a competitor produces goods 

 53      See EPO Enlarged Board of Appeal, 24 July 1996, OJ 1996, 649; EPO Enlarged Board of Appeal, 10 December 
1999, 32 IIC 545 [2002]. But see      C   Correa   ,   Trade Related Aspects of Intellectual Property Rights:     A Commentary on the 
TRIPs Agreement   ( Oxford University Press ,  2007 )  416    noting that art 62(5) of TRIPS explicitly appears to distin-
guish between judicial and quasi-judicial authority, and asserting that art 41(4)  ‘ clearly seems to exclude the inter-
vention of administrative authorities, such as an appeal board of a patent offi ce, even if attributed quasi-judicial 
competence, because the notion of  “ judicial ”  refers to a court of law ’ . It is true that most national boards of appeal 
do not enjoy judicial independence and should therefore not be regarded as judicial authorities, while the Boards 
of Appeal of the EPO have been likened to  ‘ judges in all but name ’  and have their judicial independence enshrined 
in art 23 of the EPC. The issue is of some importance as there is no appeal against decisions by the EPO Boards 
of Appeal, and failure to comply with art 41(4) of TRIPS would require the EPO Member States to amend the 
EPC. The latter has also been suggested in a decision of the Enlarged Board of Appeal, case R 2/14 of 17 February 
2015, point 39.1 of the reasons. For a defi nition of  ‘ independent ’ , see      J   Malbon   /   C   Lawson   /   M   Davidson   ,   The WTO 
Agreement on TRIPS   ( Elgar ,  2014 )  631   , who cite the defi nition as mentioned in case EC — Selected Customs Mat-
ters (2006) WT/DS315/R as  ‘ free of control or infl uence from the administrative agencies whose decisions are 
subject of review ’ .  

 54      This position was at least taken by the Korean Constitutional Court, 28 September 1996, 92 Hunga 11 and 
No 93 Hunga 8, 9, 10, interpreting a similarly worded constitutional requirement. The Supreme Court ’ s decision 
led to the setting up of the Korean Patent Court. The Japanese system of appeals against decisions rendered by the 
Patent Offi ce was already amended in 1948 in order to comply with constitutional requirements. The courts have 
consistently held that in appeal proceedings, the courts can hear all arguments of fact de novo:   Japanese Supreme 
Court, 23 June 1991,  24 IIC 523  [ 1993 ] —  ‘ Evidence of Trade Mark Use ’   .  

 55      See Pattloch,  ch 11  of this book.  
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that infringe another ’ s patent this would rarely be obvious at fi rst sight. How many 
infringing goods have been produced and marketed is an issue that can practically 
only be answered by the inspection of documents in the possession of the infringer. 
If the infringer has made a profi t from such activity, such profi t can rarely be deter-
mined without further details of the infringer ’ s commercial transactions. For all these 
reasons, the question of evidence in IP cases basically relates to  obtaining evidence in 
the possession of the other party . It is this question that is addressed by Article 43 of the 
TRIPS Agreement. Taking into account the above-mentioned problems, the plaintiff 
has to furnish conclusive proof of the infringement and (where relevant) its scope. 
But in doing so, the plaintiff is not necessarily confi ned to the evidence he himself 
can furnish. Rather, the defendant has to comply with orders for submitting relevant 
evidence, even if this would mean self-incrimination. Article 50(1)(b) of TRIPS rec-
ognises the importance of an order for preserving such evidence if there is a dan-
ger that it might otherwise disappear. Particularly because such evidence may well 
be self-incriminating, defendants may wish to destroy it as soon as they feel pursued. 
Experience with the production of documents by the defendant has been developed 
particularly in four countries: the UK, the US, France and Italy. Requirements and 
scope of the available measures for obtaining evidence are different in all four jurisdic-
tions, however.  

    32    The US discovery is available in all sorts of proceedings, and requires the other party 
to supply a myriad of documents. While the discovery is meant as a preparation for 
trial, it is not a surprise measure, and it takes place without the intervention of a bailiff. 
According to Maloney (chapter sixteen), extensive and invasive discovery is a hallmark 
of US patent litigation. The rules relating to discovery encourage full disclosure by 
the parties to avoid potentially unfair surprises at trial. In practice, this rarely occurs 
without signifi cant fi ghts between the parties regarding their respective discovery obli-
gations. The scope of permissible discovery is broad. Rule 26(b)(1) allows a party to 
seek from its opponent or a non-party any information that is not protected by a 
recognised privilege and is either relevant to an issue in the case or appears  ‘ reasonably 
calculated ’  to lead to admissible relevant evidence.  

    33    The French  saisie-contrefa ç on  was fi rst introduced in the Patent Act 1844 and is an 
interim order available ex parte. It is different from the UK and Italian discovery orders 
because the patentee is not required to furnish prima facie evidence of infringement 
to get the  saisie-contrefa ç on  order. 56  The inspection is carried out by a bailiff, and the 
party requesting the  saisie  may not be present. Depending on the scope of the order, 
the bailiff may either only inspect, or also take samples.  

    34    The Italian  descrizione  differs from its French model in that the patentee has to show a 
high probability of success for an infringement action, which includes an evaluation of 
the patent ’ s validity. The representative of the patentee can be present while the order 
is carried out by the bailiff. Different from France, the court may also order seizure of 
the complete stock.  

 56      This principle has been pointed out by the Douai Appeal Court, 4 February 2002, 2002 Annales de la pro-
pri é t é  industrielle 17.  
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    35    In the UK, the Anton Piller order was developed particularly for IP cases and consisted 
essentially of an ex parte court order to give the other party access to the defendant ’ s 
premises. Later, an English judge hesitated on one occasion to grant such an order for 
obtaining evidence because  

  it seems to me that [such] an order on the lines sought might become an instrument of 
oppression, particularly in a case where a plaintiff of big standing and deep pocket is ranged 
against a small man who is alleged on the evidence of one side only to have infringed the 
plaintiff  ’ s rights. 57   

    36    In addition, by such order the applicant may obtain knowledge of the defendant ’ s 
business secrets without any justifi ed reason whatsoever. According to the D ü sseldorf 
High Court,  

  In patent matters, there is no duty to present an object or to permit its inspection according to 
Sec. 809 German Civil Code in cases where the respondent invokes business secrets in a fi eld 
that would become apparent upon presentation for inspection, and if the subject matter and 
the circumstances make it likely that such business secrets exist. 58   

    37    Belatedly, however, even civil law jurisdictions have realised that invoking business 
secrets by the defendant may be frivolous in itself if invariably used to frustrate the 
applicant ’ s right of inspection:  

  The intention of protecting trade secrets is not a legitimate reason for withholding relevant 
documents that may be of importance to the other side. Yet, in order to avoid an unnecessary 
disclosure of trade secrets, the court should take the necessary steps in each individual case so 
that no unnecessary damage is done. 59   

    38    Granting the request for obtaining evidence, and properly limiting its extent is thus 
a diffi cult but necessary judicial task in order to accommodate the interests of both 
sides. Article 7(1) of the European Enforcement Directive has obliged Member States 
to introduce proper proceedings for discovery.   

   II. Further Interim Measures  

   1. The UK  

    39    Apart from the search order, English law knows a number of preliminary measures 
aimed at the  preservation  of a certain status quo or the  enabling  of an action against 
third parties. Preservation of the status quo can be obtained by so-called Mareva 
injunctions or freezing orders that shall prevent the disappearance of the defendant ’ s 

 57      Brightman, quoted in     Anton Piller KG v Manufacturing Processes Ltd and others , English Court of Appeal, 
8 December 1975,  [ 1976 ]  1 All ER 782   .  

 58      D ü sseldorf High Court, 17 August 1981, Gewerblicher Rechtsschutz und Urheberrecht (GRUR) 1983, 
741 —  ‘ Interest in Secrecy and Right of Inspection I ’ .  

 59      Tokyo High Court, 20 May 1997, 1601 Hanrei Jih ō  143 (1997) = 30 IIC 452 [1999] —  ‘ Sale of Pharmaceuticals ’ .  
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assets, for example, off-shore. 60  If it is feared that the defendant himself or a vital wit-
ness could make a dash out of the country, a so-called  ne exeat regnum  order can be 
issued.   

   2. The German Auskunftsanspruch  

    40    Like most civil law systems, the German Code of Civil Procedure ( ‘ CCP ’ ) allows for a 
request for securing evidence both prior to or during trial (CCP, s 485). If the request 
is made prior to the main suit, the courts require the likelihood of success in the main 
action.  

    41    Section 810 of the CCP allows inspection of a document under certain circumstances, 
for example, it was drafted in the interest of the plaintiff, certifi es a legal relationship 
between the plaintiff and a third person or concerns notes about legal acts between the 
plaintiff and another person. None of these alternatives is particularly helpful when it 
comes to proving infringement in IP litigation matters. 61  In addition, section 810 of 
the CCP is quite explicit in stipulating that the court can only order a document to be 
presented if the plaintiff has a right to see such document.  

    42    Section 809 of the CCP allows a right of inspection under certain circumstances. The 
provision reads as follows:  

  He who has a claim against a person in possession of a certain object in regard of such object, 
or who wants to obtain certainty if he has such a claim, can request that the person in pos-
session of such object presents it for inspection or permits inspection to the extent that such 
inspection of the object is of interest for the above-mentioned reasons.  

    43    This provision was interpreted somewhat narrowly by the courts 62  and by academic 
literature. 63  Not least guided by Dieter Stauder, 64  a leading decision of the German 
Federal Supreme Court makes the provision indeed a meaningful tool of discovery. 65   

    44    Finally, the Anti-Piracy Law of 1990 marked the beginning of a right of information 
( Auskunftsanspruch ) in Germany regarding the names of the infringers, suppliers and 
customers. 66  This right can also be exercised in the interim, and is reinforced by mon-
etary fi nes in cases of non-compliance, which is considered contempt of court.   

   3. Obtaining Evidence in Japan  

    45    The Japanese Code of Civil Procedure in section 234 in connection with the Rules of 
Civil Procedure, sections 152 – 154, almost literally replicate the German provisions 
on securing evidence. In addition, sections 219 – 223 specify situations where a party 

 60      A very drastic remedy:       T   Willoughby   /   S   Connal   ,  ‘  The Mareva Injunction:   A Cruel Tyranny?  ’  [ 1997 ]     European 
Intellectual Property Rights    479    .    First decided in English Court of Appeal,  Mareva Compania Naviera v Interna-
tional Bulk Carriers , 29 January 1980,  [ 1980 ]  1 All ER 213   .  

 61      Kammergericht Berlin, 8 March 1919, GRUR 1919, 179.  
 62      Berlin Royal District Court, 13 April 1910, Mitteilungen 1910, 120; Braunschweig District Court, 20 August 

1968, GRUR 1971, 28 —  ‘ Abkantpresse ’ ; German Supreme Court, 8 January 1985, GRUR 1985, 512 —  ‘ Druckbalken ’ .  
 63      H Isay,  Patentgesetz  6th edn (1932),  §  4 note 68:  ‘ Complete annihilation of trade secrets ’ .  
 64      Comment on the German Supreme Court Decision, GRUR 1985, 517.  
 65      German Federal Supreme Court, 2 May 2002, 34 IIC 331 (2003) —  ‘ Fax Card ’ .  
 66      For an in-depth discussion on the  Auskunftsanspruch , see      K   Oppermann   ,   Geld oder Leben — Der Auskunftsan-

spruch in Extremsituationen   (  ‘ Money or Else — The Right of Information under Pressure  ’ ) (St ä mpfl ipresse,  1997 )  .  
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can be requested to produce documents, a claim limited to those circumstances men-
tioned above for Germany. Perhaps in light of heavy US criticism on the shortcomings 
of the Japanese discovery procedure (or the absence thereof), the new Code of Civil 
Procedure, in force since January 1998, now contains a new provision for a certain pre-
trial discovery. Here, section 163 reads as follows:  

  A party may, during the pendency of a suit, inquire in writing of the adversary party about 
matters which are necessary for the preparation of assertions or proof, requesting written 
responses within an appropriate period to be designated by such party. However, this shall 
not apply to cases where such inquiry comes under any of the following items.  

    i.  inquiry which is not concrete or particular  
  ii.  inquiry which insults or embarrasses the adversary party  

  iii.  inquiry which duplicates an inquiry which has already been made  
  iv.  inquiry which requests an opinion  
  v.  inquiry which requires undue expense or time for the adversary party to answer  

  vi.   inquiry regarding matters similar to such matters as to which testimony may be refused 
in accordance with the provisions of Sec. 196 or 197.    

    46    It seems that the above procedure has rarely been used. Rules for the burden of proof 
seem to have become far more important, namely in cases where the defendant cat-
egorically denies infringement without giving details.     

   E. Interim Injunctions: Article 50  

    47    Interim measures under Article 50 of TRIPS can be requested either to preserve rel-
evant evidence (art 50(1)(b), see above), or to prevent an infringement from occurring 
(art 50(1)(a)).  

   I. Provisional Measures to Prevent Infringement, Article 50 of TRIPS  

    48    Interim (provisional) injunctions are perhaps the sharpest sword amongst the IP 
owner ’ s weapons. Due to their provisional nature, they also spell danger: because 
of time constraints and limits of presenting evidence, the interim decision may not 
stand up to the scrutiny of a main action. Here again, the interests of both plain-
tiff and defendant will have to be properly balanced in order to fi nd equitable solu-
tions. These will not least depend upon the IP right in question. In cases of an alleged 
trade mark infringement, refusing interim measures may cause irreparable harm to 
the trade mark owner due to market confusion which intensifi es every day infring-
ing products are marketed. These considerations are far less relevant in the cases of 
patents or copyrights, although timely remedies are important here, as the duration of 
the right is limited. 67  On the other hand, the defendant may suffer irreparable loss if 

 67      An excellent example of how to balance competing interests for an alleged infringement occurring 17 days 
before the expiry of the patent is the French Valsartan decision, CA Paris, 11 December 2012, 45 IIC 945 —  ‘  Valsartan ’ . 
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 production lines are shut down, employees made redundant and market share is lost 
without the reasonable prospect that in case the interim decision proves unfounded, 
such measures can be undone. The considerations contained in Article 50 of TRIPS in 
this respect can be summarised as follows:  

   1.  The provision does not specify the necessary requirements for issuing provisional 
measures. Thus, countries are free to specify such requirements in their domestic 
legislation, for example, a high likelihood of infringement (as explained under 
section V.2) or the question of who is in a better position to compensate possible 
damages (as elaborated on under section V.3). 68  Article 50(2) specifi es, however, 
that interim measures must be available in procedures where both sides have had 
the opportunity to be heard or ex parte, that is, upon a request of one side without 
hearing the other. The latter shall be available  ‘ where any delay is likely to cause 
irreparable harm to the right holder ’ . One can thus infer that while urgency is 
required for an ordinary interim injunction, ex parte injunctions require an even 
higher degree thereof.  

  2.  The right owner has to supply all available evidence together with his request. The 
evidence shall indicate both the fact that the applicant is indeed the owner of the 
IP right, and that the right has been infringed or is likely to be infringed soon. Arti-
cle 50(3) is silent on the question as to what extent evidence regarding the validity 
of the IP right has to be furnished as well. In many jurisdictions, the question of 
validity also plays a role in determining whether the patentee has a good case: 
France, Italy and Japan are examples. As mentioned above, Article 50(3) does not 
specify the relationship between irreparable harm and likelihood of infringement.  

  3.  The provision also contains specifi c safeguards for the defendant. For one, the 
court must have the discretion to order the applicant to provide a security  ‘ suf-
fi cient to protect the defendant and to prevent abuse ’ . The right of a defendant to 
claim damages in cases where the provisional measure is later revoked is enshrined 
in Article 50(7). As mentioned above, Italy does not comply with this provision, as 
a damage claim requires proof of bad faith. Appropriately, this right of compen-
sation must be available even where there is no fault on the side of the plaintiff: 
after all, the plaintiff entertains a calculated risk when requesting and enforcing a 
provisional measure. 69   

The decision was upheld by the French Supreme Court, 16 September 2014, PIBD 2014, No 1016-III-836. Here, 
the Court held that even such a short period of time allowed for an inter partes hearing:  ‘ it should not be forgotten 
that there exists an urgent inter partes procedure that even in a brief interval allows for the other party to be heard. 
The courts are able to set dates for oral hearings in such cases even on weekends and bank holidays, and that school 
holidays do not compromise this at all, in particular in the month of November when there are no court holidays ’ .  

 68      See eg C Correa,  Trade Related Aspects of Intellectual Property Rights  (n 53) 434 stating that art 50  ‘ defi nes the 
results to be achieved rather than the conditions to do so. This leaves Members considerable leeway to implement 
the granting of provisional measures and, particularly, to determine the requirements to be imposed in accordance 
with each national legal system ’ .  

 69      So interpreted, eg in the German Code of Civil Procedures s 945; Direction 25 English Civil Procedure Rules; 
Dutch Supreme Court, 16 November 1984, 1985 Nederlandse Jurisprudentie 547 ( Ciba Geigy v Voorbraak ). This is 
also the position under the EU Enforcement Directive, art 9(7).  
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  4.  Where a decision has been rendered ex parte, the opposition has to be notifi ed 
without delay and a review of this decision shall be available to the defendant 
within a reasonable period of time (art 50(4)). Where an inter partes measure 
has been made, the main action shall be initiated within a reasonable period of 
time not exceeding 20 working days or 31 calendar days (art 50(6). 70  The latter 
provision is misguided in view of the practice in many countries: particularly in 
matters of trade marks and unfair competition, an interim decision often settles 
the matter for good. 71  And while the Netherlands now requires the patentee to ini-
tiate subsequent proceedings within 30 days (Code of Civil Procedure, s 1019(i)), 
in order to implement Article 9(5) of the Enforcement Directive, there is still no 
corresponding obligation to do so in Germany.    

   II. The Balance of Probability  

    49    Most countries require the following elements for issuing interim injunctions:  

   1.  Urgency. Urgency means that, but for the injunction, the IP owner would suffer 
substantial damages or disadvantages. Urgency may exist both in cases in which 
damage had already occurred and is likely to continue, and in cases where the 
damage has not yet occurred, but is likely to occur in the near future.  

  2.  Likelihood that the  IP right  is valid and infringed. Such likelihood can be proven 
more easily in cases of trade mark infringement than in cases of patent infringe-
ment where diffi cult technical questions are involved.   

    50    The requirement of showing a good case can be considered as a basic issue of justice: 
no defendant shall be made subject to a measure that presumably would not stand up 
to a proper trial. Or, put differently, the plaintiff cannot have a legal interest in obtain-
ing a measure that he is unlikely to obtain in proper procedures on the merit. The 
disadvantage of this approach becomes evident in patent cases. Owing to the highly 
technical and complex nature of infringement procedures, it is often very diffi cult for 
the patentee to show a good case both in respect of validity and infringement. The 
practice in several countries has therefore shifted to accelerated main proceedings (see 
below).   

 70      More precisely, art 50(6) states that provisional measures  ‘ shall, upon request by the defendant, be revoked or 
otherwise cease to have effect, if proceedings leading to a decision on the merits of the case are not initiated within 
a reasonable period, to be determined by the judicial authority ordering the measures where a Member ’ s law so 
permits or, in the absence of such a determination, not to exceed 20 working days or 31 calendar days, whichever 
is longer ’ . There is a division of opinion among the commentators as to whether the 20/31 day period constitutes 
an upper limit on the  ‘ reasonable period ’ , or whether the  ‘ reasonable period ’  could be longer if authorised under 
domestic law. See      Stoll   /   Busche   /   Arend    (eds),   WTO — Trade-Related Aspects of Intellectual Property Rights   ( Martinus 
Nijhoff Publishers ,  2009 )  748   .  

 71      See       E   Bastian   /   R   Knaak   ,  ‘  Trade Mark Infringement Proceedings in the Countries of the European Union  ’  
( 1995 )  26      IIC    149    : the authors arrive at the following fi gures for interim procedures that conclude the case: 80% 
for the UK, 65% for the Netherlands, more than 50% for Belgium, 50% for Germany, but only 5% for France and 
Italy.  



22 Christopher Heath and Thomas F Cotter

   III. Practice in Selected Countries  

    51    Just as in the main action (see below section VI), interim procedures very much 
depend on the country, not only in respect to the requirements for granting interim 
relief.  

   1. US  

    52    In the US,  

  the preliminary injunction is considered an extraordinary remedy, to be granted only when 
monetary damages cannot make a patent owner whole. To obtain a preliminary injunction, 
the patent owner must show:  ‘ [1] that he is likely to succeed on the merits, [2] that he is likely 
to suffer irreparable harm in the absence of preliminary relief, [3] that the balance of equities 
tips in his favor, and [4] that an injunction is in the public interest ’ . 72   

  These are granted only in a minority of cases in which they are sought, as the showing 
required for injunctive relief is often diffi cult to make at an early stage of the proceed-
ing before liability is established.   

   2. UK  

    53    In the UK, procedures before either the Patents Court or the Intellectual Property 
Enterprise Court are now so fast that requests for interim injunctions have become 
less frequent. A typical case for the principles applied to interim injunctions is  Smith-
Kline Beecham v Generics (UK ). 73  Here, the injunction was granted because the plain-
tiff had a good arguable case and damages would not be an adequate remedy at trial. 
Owing to the complexity of the matter, the Court held that it was impossible to deter-
mine the relative strengths of the parties ’  contentions. However, given the well-known 
fact that once exposed to competition, the price of a patented drug would spiral down 
very quickly, damages were unable to compensate the plaintiff for loss of market share 
from which it would be unable to recover. The Court also concluded that the defend-
ant ’ s damages would be unquantifi able if the injunction was granted. Yet,  

  the only thing I think I can say with some certainty is that the order of damage to the claimant 
is likely to be a good deal greater than that to the defendant … [because] claimant ’ s damage 
is more unquantifi able than that of the defendants, but both are unquantifi able. There are 
degrees of unquantifi ability, just as there are degrees of infi nity.   

   3. Germany  

    54    In Germany, cases of interim relief in patent actions are also infrequent owing to the 
diffi culty of showing a good case in technically complicated matters. The requirement 

 72          Titan Tire Corp v Case New Holland, Inc  ,  566 F.3d 1372, 1375 – 76  (Fed Cir  2009 )   (   quoting  Winter v Nat Res 
Def Council, Inc  ,  129 S. Ct. 365, 374  ( 2008 )  ).  

 73      English Patents Court,  SmithKline Beecham v Generics (UK) , 23 October 2001, Patent World, March 2002, 8.  
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of urgency is strictly interpreted and requires the IP owner to act quickly, according 
to some courts within one month ’ s time limit. 74  A successful request requires a clear 
infringement — though not necessarily a simple technology — and a confi rmation of 
the patent ’ s validity beyond the mere act of granting the patent. This is typically the 
case once the patent has successfully survived opposition or nullity proceedings and 
has thereby proven to be solid, even if such decisions are subject to appeal or new 
validity attacks could be launched. 75  Thus, one should be aware that although the 
estoppel of invalidity cannot be raised in ordinary proceedings, consideration to this 
aspect is given in interim proceedings. In order to avoid an ex parte interim injunc-
tion, potential defendants can submit a  ‘ protective letter ’  ( ‘  Schutzschrift  ’ ) to the court 
where such request is likely to be made (there are four courts where patent cases are 
frequently litigated in Germany), which is a kind of anticipated defence and which 
may persuade the court to set an inter partes hearing instead of granting the injunc-
tion ex parte.   

   4. France  

    55    In France, interim injunctions can be requested under Article 615-3 of the Industrial 
Property Code (in the new version as of 2007), yet seem to be rarely granted. In judg-
ing the balance of probabilities, the judge would have to take into account the likeli-
hood of infringement, the strength of the underlying IP right, and the defences by the 
alleged infringer. Italy has comparable rules. France has a special expedited inter partes 
procedure in order to accommodate the interests of both parties.   

   5. The Netherlands  

    56    The Dutch  kort geding  comes closer to a pre-emptive decision on the merits and is 
carried out according to a very strict timetable, normally within two to three months. 
Although urgency is also required here, the courts do not interpret this too strictly, and 
even in patent cases, about half of all cases are decided by  kort geding  procedures. 76    

   6. Japan  

    57    Finally, the Japanese procedure in the interim comes closer to an expedited trial on 
the merits, with hearings being conducted in an interval of two weeks rather than one 
month, as would be the case in the main action. The main advantage of interim pro-
ceedings is to exert increased pressure on the defendant, and to obtain an order that 
can be immediately enforced (which in ordinary proceedings is not the case until the 
decision becomes fi nal).   

 74      Which would be the case for Munich and D ü sseldorf.  
 75           T   K ü hnen   ,   Handbuch der Patentverletzung  ,  7th edn  ( Heymanns ,  2014 )   recitals 2029 and 2037.  
 76       Kort geding  procedures have become less popular with IP owners after the courts have started to give more 

consideration to the defendant ’ s interests: Hague Court of Appeal,  Hoffman-Laroche v Orgonen , 12 September 
1996, 1996 Intellectuelle Eigendom en Reclamerecht 237.  
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   7. In General  

    58    In all of the above countries except the Netherlands, the successful applicant is 
requested to post security. Injunctive relief is normally accompanied by an order that 
sets a fi ne in cases where the injunction is breached by the defendant. All countries 
allow an appeal either against grant or rejection of an interim injunction.     

   F. The Main Action  

    59    Interestingly enough, the TRIPS Agreement is silent on the main part of the infringe-
ment procedure: the actual trial. This is understandable given the fact that procedures 
are vastly different from country to country, and hardly show any common denomina-
tor beyond what could be considered as constitutional requirements such as the right 
to be properly heard. The actual trial of course depends on how the previous steps of 
procedure (eg means of discovery) are shaped, and what kind of defences the alleged 
infringer is allowed to introduce. Further, the trial is very much infl uenced by the posi-
tion of the judge and the educational background of judges in general: where a case 
has to be argued before a lay jury, different argumentative skills are required than if the 
case was decided by a panel of technically and legally trained professionals.  

    60    While common law jurisdictions tend to  ‘ hear ’  a case, civil law systems put more 
emphasis on written proceedings and an exchange of briefs. Perhaps with the excep-
tion of Italy, most industrialised countries have managed to conclude infringement 
proceedings within a relatively short period of time (12 – 16 months) thanks to new 
rules on jurisdiction (fewer courts can hear patent cases), greater judicial expertise 
and more stringent case management. According to a recent study covering Euro-
pean countries, 77  fi rst instance infringement proceedings were concluded within nine 
months in Germany, 10 months in the Netherlands, 11 months in the UK and almost 
20 months in France. A parallel invalidity action in Germany takes longer, however 
(median 15 months). First instance proceedings in Japan take about 15 months. In the 
US, proceedings take much longer due to the discovery phase, and the percentage of 
those cases that actually go to trial is rather low (2 per cent).  

    61    Patent infringement procedures in each jurisdiction have their specifi c fl avour that is 
not always explicable by facts and fi gures. As to the sheer number of patent infringe-
ment cases, China takes the lead with more than 9000 infringement actions before the 
courts, and 4500 before the administrative IP Bureaux 78  (even if only looking at inven-
tion patents, as also utility models and design rights are called patents in China). This 
is followed by the US with about 6000 patent suits (of these, 98 per cent do not make 
it to trial, which may have to do with the discovery phase, or the costs involved). 79  

 77      K Cremers, M Ernicke, F Gaessler, D Harhoff, C Helmers, L McDonagh, P Schliessler and N van Zeebroeck, 
 ‘ Patent Litigation in Europe ’  (2013) SSRN paper   http://papers.ssrn.com/sol3/papers.cfm?abstract_id=2333617  .  

 78        www.chinaipr.gov.cn/casesarticle/cases/caseothers/201501/1852880_1.html  .  
 79      According to T Maloney,  ‘ the median cost of a medium size patent lawsuit is approximately  $ 3.5 million 

through trial ’ : American Intellectual Property Law Association,  Report of Economic Survey  (2013).  
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then Germany with about 1000 cases (diffi cult to collect statistical data), 80  150 cases in 
Japan (plus about 450 appeals against Patent Offi ce decisions), and less than 100 cases 
in France, the Netherlands and the UK. Still, the impact of UK decisions due to their 
clear style and persuasive nature for other common law countries is disproportion-
ately high (while most Chinese decisions cannot even be traced). French decisions may 
have less of an impact because they are very diffi cult to read. They must be written in 
one sentence, and French law students spend their fi rst two years of university getting 
accustomed to such style. In terms of public access, decisions from the UK and the 
US are freely and almost immediately available (and so are the videotaped arguments 
of cases before the US Supreme Court), while German decisions prior to publication 
delete the names of the parties, and do not show up in a central database. In Brazil, 
even the individual opinions of judges are published as soon as the fi le is passed on 
(the Brazilian Supreme Court even has its own radio station and regularly broad-
casts reports on its decisions). For the roughly 2000 annual decisions of the Boards of 
Appeal of the EPO (issues of patentability only), not only the decision, but the whole 
fi le is accessible online. The Japanese IP High Court now regularly publishes Eng-
lish translations of its decisions. European judges now regularly cite decisions from 
other European jurisdictions, and judges know each other. Also in civil law countries, 
patent judges have taken a higher profi le. In Japan, the two leading IP judges at the 
time, Mimura and Iimura, were voted amongst the fi ve most popular judges in Japan. 
And yet, despite frequent encounters, mutual respect and recognition, striking differ-
ences remain: patentees can hardly win a case in Taiwan; the approach to validity 81  
and infringement is strikingly different even amongst European jurisdictions. 82  In the 
US, decisions on patent infringement are made by jurors selected from the general 
population who are normally unfamiliar with patent law. In Italy and Poland, even 
patent applications can be provisionally enforced, with little in the way of safeguards 
if this turns out to be wrong. Germany is patentee-friendly when it comes to remedies: 
injunctive relief and claims of recall are granted with rigidity and without considera-
tions for a balancing of interests. One could go on. Important to note is that these 
national characteristics are often based on a certain legal mentality that should be 
appreciated in order to understand the enforcement system as a whole.  

 80      Cremers and others,  ‘ Patent Litigation in Europe ’  (n 77) describe their efforts to obtain reliable data:  ‘ In 
Munich, the identifi cation of patent cases was done based on handwritten lists created by judges ’  (34). The study 
shows the diffi culty in evaluating statistical data. Sometimes, fi gures relate to suits that are raised, sometimes to 
decisions.  

 81      See the comments of      Jacob,   LJ    in the UK Court of Appeal decision of 19 August 2008,   European Central 
Bank v DSS   [ 2008 ]  EWCA Civ 192   :  ‘ Meanwhile the ECB had started revocation proceedings in France, Germany, 
the Netherlands, Spain, Italy, Belgium, Luxembourg and Austria. These are ongoing. We were given an update of 
the position in each country. In Germany and France there have been fi rst instance decisions. None of the other 
proceedings have got that far. Kitchin J ’ s decision came fi rst. The German Federal Patent Court (the Bundespat-
entgericht) did not agree with him by a decision of 27th March 2007. It held the patent valid. Then, on 9th January 
2008, the French Court (le Tribunal de Grande Instance de Paris) agreed with Kitchin J and disagreed with the 
German Court. On 12 March 2008 the Dutch Court agreed with the German Court. In sporting terms, the score 
is currently 2-2 to the ECB at fi rst instance level ’ .  

 82      Cremers and others (n 77) 47.  
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   Table 1: Outcomes for Infringement and Revocation Claims  

 Outcome 

 Claim   Infringed    Not infringed    Revoked    Settled  

      #    %    #    %    #    %    #    %  

 Infringement  DE  1165  22.0 %   521  9.9 %   296  5.6 %   2,434  46.1 %  

   FR  47  5.6 %   630  74.9 %   27  3.2 %   137  16.3 %  

   NL  94  36.0 %   137  52.5 %   23  8.8 %   7  2.7 %  

   UK  16  14.7 %   11  10.1 %   28  25.7 %   36  33.0 %  

 Revocation  DE  208  7.0 %   298  10.0 %   574  19.3 %   1059  35.6 %  

   FR  0  0.0 %   45  66.2 %   11  16.2 %   12  17.6 %  

   NL  0  0.0 %   11  26.8 %   29  70.7 %   1  2.4 %  

   UK  3  3.7 %   15  18.5 %   34  42.0 %   21  25.9 %  

    62    Bifurcated jurisdictions tend to have a more stringent procedure, as the estoppel or 
counterclaim for invalidity is not allowed. This would be the case for Germany, China, 
Poland and also Brazil. In Japan, Korea and Taiwan, the courts can hold patents invalid 
inter partes, but not invalidate them, a strangely hybrid approach with lots of prob-
lems of its own.  

    63    Bifurcation fi nds its justifi cation in the clear separation of administrative and civil law 
(for which reason the doctrine has always remained alien to common law). Practical 
reasons for such a double track lie in the different composition of the judicial bodies 
that decide about validity on the one hand, and infringement on the other. Bifurca-
tion has two negative side-effects, however. For one, different stories may be told in 
infringement and validity proceedings. 83  Second, from a common sense point of view 
it is diffi cult to digest that the patentee should be allowed to enforce a patent that 
should never have been granted in the fi rst place, and that, if invalidated, is considered 
never to have existed. Jurisdictions embracing the bifurcation system have reacted to 
these concerns in various ways: in Germany, all attempts to introduce the estoppel 
of the  ‘ free state of the art ’ , or the estoppel that the defendant was merely working 
in the public domain have been stonewalled by the courts. 84  Only in 1986 did the 
Federal Supreme Court allow what is now known as the  ‘ Formstein ’  defence, 85  which, 
not unlike the UK  ‘ Gillette ’  defence allows the defendant to argue that the allegedly 

 83       ‘ Professor Mario Franzosi likens a patentee to an Angora cat. When validity is challenged, the patentee says 
his patent is very small: the cat with its fur smoothed down, cuddly and sleepy. But when the patentee goes on the 
attack, the fur bristles, the cat is twice the size with teeth bared and eyes ablaze ’ . — Jacob, LJ in  European Central 
Bank v DSS  (n 81).  

 84      Imperial Supreme Court, 29 March 1930, MuW 30, 372. See also H Isay,  Patentgesetz  (n 63) 275/276. Yet, it 
borders on the incomprehensible where the Federal Supreme Court, decision of 8 July 2014, 46 IIC 249 (2015) —
  ‘ Nicht zu ersetzender Nachteil ’  refuses a stay in the execution of a decision where the patent has been revoked in 
parallel invalidation proceedings, yet without this decision having become fi nal.  

 85      Federal Supreme Court, 29 April 1986, 1986 GRUR 803 = 28 IIC 795 (1987) —  ‘ Formstein ’ / ‘ Moulded 
curbstone ’ .  
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infringing embodiment is closer to the state of the art than to the patented teach-
ing. This defence is only available against the allegation of equivalent infringement, 
while in Mainland China, this defence can also be raised where literal infringement is 
alleged.  

    64    In Japan, Korea and Taiwan, the estoppel goes further and allows the defendant to 
argue that there are grounds why the patent at issue should be invalid. In Japan, this 
defence was fi rst admitted in the  ‘  Kilby  ’  decision 86  with the argument that enforcing 
an  ‘ obviously ’  invalid patent would be contrary to good morals. Meanwhile, it is no 
longer necessary that the invalidity is  ‘ obvious ’ , and any reason for invalidity can be 
invoked. This is the same in Taiwan, while in Korea, there is confl icting case law as to 
whether only lack of novelty, or also lack of inventive step can be argued. Particularly 
the interplay between court proceedings and proceedings before the Patent Offi ces 
(that can invalidate patents) becomes very complicated in these jurisdictions, and has 
not yet been satisfactorily solved.  

    65    In the European context, the central limitation proceedings before the EPO according 
to Article 105(a) of the European Patent Convention (EPC) have given the paten-
tee a new tactical weapon in order to avoid an outright revocation of the patent in 
national infringement procedures. The defendant is thereby confronted with a moving 
target and may have to argue a different state of art once limitation proceedings have 
been successfully concluded. This issue is further addressed in the chapters on the UK 
and Italy.   

   G. European Issues  

    66    Intra-European IP issues are highly complex. Historical, cultural, economic and lin-
guistic factors all have left their imprint on the rocky road towards a harmonised 
 European patent system. This section briefl y looks at personalities, institutions and 
the existing legal framework.  

   I. Personalities  

    67    Europe is the cradle for the attempts to set up an international system of industrial 
property rights — not as a European project, but one of global dimensions. Well into 
the 1970s, Europe and Europeans were the driving force behind international agree-
ments on industrial property law, and behind the foundation and development of 
organisations such as the WIPO and the AIPPI (Association Internationale pour la 
Protection de la Propri é t é  Intellectuelle). This certainly had to do with industrial 
development and the importance of industrial property rights for economic develop-
ment. But it is equally true that the personalities behind these developments because 
of their European origin, not unlike musicians, had a perception of cultural diversity 

 86      Japanese Supreme Court, 11 April 2000, 35 IIC 91 (2004) —  ‘ Kilby ’ .  
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that allowed them to reach across borders and build common structures. Three of 
them, Arpad Bogsch, the second president of the WIPO, Friedrich Zoll, the  ‘ inventor ’  
of Article 10bis of the Paris Convention, 87  and Stojan Pretnar, the staunch defender of 
the interests of developing countries, came from Austria-Hungary, the multi-ethnical 
country par excellence. Albert Osterrieth, the co-founder of AIPPI, was born in Stras-
bourg and equally at ease with the German and French culture and language. Stephen 
Ladas and Rudolf Callmann, whom many consider Americans, came from Europe. 
Ladas was a Greek diplomat whose treatise on the  ‘ The Exchange of Minorities ’  (1932) 
is sad testimony of political blindness, ethnic cleansing and political disdain between 
nations. Rudolf Callmann was a brilliant German attorney and legal writer who made 
it his mission to introduce the concept of  ‘ unfair competition ’  to the US. 88  Bob van 
Bentham, the fi rst president of the EPO who grew up in the melting pot of Dutch 
Batavia and lived through the Second World War, saw a unifi ed European patent as 
part of a desirable and necessary European integration. When looking beyond Europe, 
one needs to mention Korekiyo Takahashi who almost single-handedly wrote the fi rst 
Japanese IP laws, again based on the cultural insights that he gained when clandes-
tinely travelling to the US.   

   II. Institutions  

    68    Despite years of European patent harmonisation, uniformity is not yet in sight. Patent 
enforcement in Europe is currently handled by national courts, the European Court of 
Justice, and, as far as invalidation is concerned, the Opposition Divisions and Boards 
of Appeal of the EPO. And while the EPO has been operative for almost 40 years, a cor-
responding European Patent Court may only come into operation in the near future. 
The EPO is not an EU institution, yet because its decisions may signifi cantly impact 
any national infringement proceedings in case the patent is amended or revoked, the 
relationship between the above institutions requires some clarifi cation.  

    69    The Boards of Appeal of the EPO do not decide about cases of infringement (an issue 
decided by national courts), or cases where the rights over a patent or a patent applica-
tion are disputed. Decisions of the Boards of Appeal are fi nal (with limited exceptions) 
and cannot be appealed to any court. The  Enlarged Board of Appeal  is not a further 
instance of appeal (save for procedural violations, EPC, art 112(a)), and decides 
questions that have been referred either by a Board of Appeal, or the President of the 
Patent Offi ce, in cases where the jurisprudence of the Boards of Appeal is not uniform, 
or where a Board would like to deviate from previous settled case law or a previous 
decision of the Enlarged Board of Appeal. The Boards of Appeal render about 2000 
decisions per year (2012: 2023 cases settled) and normally sit in panels of three, one 
legal judge and two technical judges. The Boards of Appeal are not bound by the deci-
sions of national courts, or the decisions of the European Court of Justice, but only 

 87            F   Zoll   ,  ‘  Aus meinen Studien  ü ber die Bek ä mpfung des unlauteren Wettbewerbes und  ü ber das Recht am 
Unternehmen  ’   in     M   Mintz    (ed)   Festschrift f ü r Hermann Isay   ( Vahlen ,  1933 )  229    .  

 88            R   Callmann ’ s    study  ‘  Unjust Enrichment in Unfair Competition  ’  ( 1942 )  55      Harvard Law Review    595     is one of 
the all-time classics on unfair competition law.  
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by decisions of the Enlarged Board of Appeal. There are 28 Boards of Appeal, and 171 
judges (31 December 2011)  

    70    The  European Court of Justice  ( ‘ ECJ ’ , now  ‘ CJEU ’ ) has jurisdiction over the interpreta-
tion of Directives and Regulations of the European Community. In the fi eld of patents, 
these are currently the Directive on Biotechnological Inventions and the Directives on 
Supplementary Protection Certifi cates (see below section VII.3). The court decides 
these issues when a case is referred to it by a national court. Decisions of the ECJ 
are binding upon the institutions of the European Union (namely the Commission), 
upon national courts and upon the Union ’ s member States. Decisions have no bind-
ing effect upon the Boards of Appeal, even when rendered in an issue of patentabil-
ity (namely for biotechnological inventions). Yet all Member States of the European 
Union are also member States of the European Patent Convention, making divergent 
decisions undesirable.  

    71     National courts in the European Union  have jurisdiction over matters of patent 
infringement and the validity of national patents, and European patents that have 
been granted by the EPO and have subsequently obtained the status of national pat-
ents in the individual Member States. National courts of EU Member States are bound 
by decisions of the ECJ. Whether they are bound by decisions of the Boards of Appeal 
or the Enlarged Board of Appeal, has not been answered uniformly.  

    72    As to the binding effect or persuasive authority of the Boards ’  of Appeal decisions on 
national courts, the position is the following:  

  while national courts should normally follow the established jurisprudence of the EPO, that 
does not mean that we should regard the reasoning in each decision of the Board as effectively 
binding on us. There will no doubt sometimes be a Board decision which a national court 
considers may take the law in an inappropriate direction, misapplies previous EPO jurispru-
dence, or fails to take a relevant argument into account. In such cases, the national court may 
well think it right not to apply the reasoning in the particular decision. While consistency 
of approach is important, there has to be room for dialogue between a national court and 
the EPO (as well as between national courts themselves). Nonetheless, where the Board has 
adopted a consistent approach to an issue in a number of decisions, it would require very 
unusual facts to justify a national court not following that approach. 89   

    73    A similar approach has been taken by the Swiss 90  and the German 91  courts, while the 
French courts have taken a different position:  

  French national courts are not bound by the decisions of the EPO (that is not a jurisdiction) 
(and that in contrast to the decisions of the European Court of Justice are not binding upon 
national courts) in the sense that even the decisions of the Enlarged Board of Appeal are mere 
indications of the analysis undertaken by the EPO in order to grant European patents. This 
is no different from the decisions of national courts of other European Member States that 
nourish the legal debate by explaining the reasons why a certain jurisdiction takes a certain 
view on points of law that come before the national courts, but their decisions are not binding 
upon the national courts of other Member States. 92   

 89        UK House of Lords, 4 July 2008,   Conor Medsystems Inc v Angiotech Pharmaceuticals Inc ,  [ 2008 ]  UKHL 49, 
[2008] RPC 28   .  

 90         Swiss Federal Supreme Court ,  4 March 2011 ,  OJ EPO 2011, 452   .  
 91      German Federal Supreme Court, 6 May 2010, 42 IIC 367 —  ‘ Machine Unit ’ .  
 92      Paris District Court, 28 September 2010, 42 IIC 474 (2011) —  ‘ Dosage Regime/Finasteride ’ .  
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    74    The relationship between the boards and the ECJ has been summarised in a recent 
decision: 93   

  The EPO as an international organisation with its separate legal order is not a member of the 
EU. According to Article 23(3) EPC, in their decisions, the members of the Boards of Appeal 
shall not be bound by any instructions and shall comply only with the provisions of the EPC. 
In point (7) of the reasons for its decision G 2/06 the Enlarged Board of Appeal concluded 
that neither it nor any Board of Appeal of the EPO, has the power to bind itself to follow a 
ruling of the ECJ on the interpretation of Article 6(2)(c) of the Directive and apply this to 
Rule 28(c) EPC. But, although judgements of the ECJ are not legally binding on the EPO or 
its boards of appeal, they should be considered as being persuasive.  

The EPO (see Notice dated 1 July 1999 concerning the amendment of the Implementing 
Regulations to the European Patent Convention, OJ EPO 1999, page 573) and the Boards 
of Appeal (see decision of the Enlarged Board of Appeal G 5/83, OJ EPO 1985, 64) have 
acknowledged the need for uniformity in harmonised European patent law.  

The Contracting States to the EPC, including those not members of the EU, agreed to adopt 
the wording of Biotech Directive 98/44/EC in the Implementing Regulations of the EPC and, 
under Rule 26(1) EPC, accepted that the Directive shall be used as a supplementary means 
of interpretation. The board observes that its decision in the present case, which is based on 
the decision G 2/06 of the Enlarged Board of Appeal, and which states that inventions which 
make use of HES cells obtained by de novo destruction of human embryos or of publicly 
available HES cell lines which were initially derived by a process resulting in the destruction 
of the human embryos are excluded from patentability under the provisions of Article 53(a) 
EPC in combination with Rule 28(c) EPC, is in line with decision C-34/10 of the ECJ.  

    75    Summing up, it appears that national courts dealing with issues of patentability would 
look closely to the practice of the Boards of Appeal, and that at least in decisions of the 
Enlarged Board of Appeal, an extensive comparative research is done in order to estab-
lish the case law in other Member States. The Boards may be independent, but there is 
 interdependence  with the decisions of national courts and the European Court of Justice.   

   III. Existing Legal Framework  

    76    The European Patent Convention is not an instrument of EU law, yet is the basis for 
the central grant of a European patent that can be validated in all EU Member States. 
Upon grant, the European patent is then transformed into a bundle of national pat-
ents that as of yet can only be enforced and invalidated on a country-by-country basis. 
Exceptions to this rule are the central procedures for opposition, appeal and limitation.  

    77    Instruments of Community law are the Directive on Biotechnological Inventions 
98/44/EC, the Directives on Supplementary Protection Certifi cates 2001/82 and 
2001/83, and, most recently, the Regulation (EU) No 1257/2012 on the creation of 
unitary patent protection. Despite a good number of referrals regarding the inter-
pretation of the above Directives, the role of the ECJ in interpreting substantive pat-
ent law has remained rather limited. This is somewhat different in the area of patent 
 enforcement owing to the Enforcement Directive 2004/48, the Customs Regulation 

 93      Decision T 2221/10 of 4 February 2014,  ‘ Culturing Stem Cells/Technikon ’ .  
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608/2013, and, most importantly, the Brussels Regulation 1215/2012 of 12 December 
2012 on jurisdiction and the recognition and enforcement of judgments in civil and 
commercial matters.  

    78    One of the purposes of the latter Regulation is to avoid double litigation over the same 
subject matter in different countries of the EU. Given that European patents as of 
yet are national patents and under the principle of territoriality independent of each 
other, a good deal of controversy has centred around the availability of cross-border 
measures, be it by the patentee (cross-border injunctions) or by the alleged infringer 
(declaration of non-infringement of the patent for various Member States, dubbed 
 ‘ torpedo ’ ). The estoppel or counterclaim of invalidity further complicated matters. 
These issues are further addressed in chapters two, six and seven. Issues involving 
international jurisdiction outside the European framework are addressed in chapter 
nineteen, and border measures in chapter twenty.    

   H. Final Measures: Articles 44 – 48  

    79    The TRIPS Agreement mentions a number of fi nal measures that have to be provided: 
injunctions in Article 44, damages in Article 45, destruction of infringing goods in 
Article 46 and the right of information in Article 47.  

   I. Injunctive Relief, Article 44  

    80    Injunctive relief is the most sought after remedy in infringement cases. In most coun-
tries, the prevailing patent owner is almost always entitled to an injunction, absent 
very unusual circumstances such as the infringer ’ s successful invocation of a competi-
tion law based defence or the defence of abuse of right. 94  Injunctive relief is discre-
tionary in the United Kingdom and other Commonwealth countries but nevertheless 

 94      In recent years, defendants sometimes have invoked these defences in cases involving standard essential 
patents (SEPs). The European Commission, for example, recently concluded that owners of SEPs who have 
committed to license those patents on fair, reasonable, and nondiscriminatory (FRAND) terms may engage in 
an abuse of dominant position in violation of European competition law if they seek injunctive relief against 
willing licensees. See European Commission, Press Release,  ‘ Antitrust: Commission Accepts Legally Bind-
ing Commitments by Samsung Electronics on Standard Essential Patent Injunctions ’  (29 April 2014), avail-
able at:   http://europa.eu/rapid/press-release_IP-14-490_en.htm;   European Commission, Press Release, Antitrust: 
 ‘ Commission Finds That Motorola Mobility Infringed EU Competition Rules by Misusing Standard Essential 
Patents ’  (20 April 2014) available at:   http://europa.eu/rapid/press-release_IP-14-489_en.htm;   European Com-
mission, Memo,  ‘ Antitrust Decisions on Standard Essential Patents (SEPs) — Motorola Mobility and Samsung 
 Electronics — Frequently Asked Questions ’  (29 April 2014) available at:   http://europa.eu/rapid/press-release_
MEMO-14-322_en.htm  . Now confi rmed by CJEU, 16 July 2015, case C-170/13,  Huawei Technologies v ZTE 
GmbH . Also courts in Japan and the Netherlands have held that SEP owners sometimes may be barred from 
obtaining injunctions under the abuse of right doctrine if they do not honour their FRAND commitments. See 
 Samsung Elecs Co v Apple Japan LLC , 2013(Ne)10043, Appeal Case of Seeking Declaratory Judgment of Absence 
of Obligation; 2013(Ra)10007, Japanese IP High Court, 16 May 2014, 46 IIC 116 (2015); Appeal Case against 
a Ruling that Dismissed a Petition for Injunction against Patent Infringement; 2013(Ra)10008 Appeal Case 
against a Ruling that Dismissed a Petition for Injunction against Patent Infringement (Japanese IP High Court 
(Grand Panel), 16 May 2014, 46 IIC 124 (2015)), English translation also available at:   www.ip.courts.go.jp/eng/
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is awarded in the vast majority of IP infringement matters. 95  In the United States, 
however, the Supreme Court ’ s 2006 in  eBay Inc v MercExchange, LLC  altered the 
 longstanding  practice of awarding the prevailing patent owner an injunction absent 
exceptional circumstances, holding instead that  

  a plaintiff seeking a permanent injunction must satisfy a four-factor test before a court may 
grant such relief. A plaintiff must demonstrate: (1) that it has suffered an irreparable injury; 
(2) that remedies available at law, such as monetary damages, are inadequate to compen-
sate for that injury; (3) that, considering the balance of hardships between the plaintiff and 
defendant, a remedy in equity is warranted; and (4) that the public interest would not be dis-
served by a permanent injunction. 96   

   As discussed in greater detail in chapter sixteen, courts in the US now award injunc-
tions to prevailing patent owners approximately 75 per cent of the time; patent asser-
tion entities in particular are unlikely to be awarded injunctions. 

    81    Whether the US practice is consistent with TRIPS Article 44 has been a matter of some 
debate. Article 44(1) states that  ‘ judicial authorities shall have the authority to order a 
party to desist from an infringement ’ , though   

Members are not obliged to accord such authority in respect of protected subject matter 
acquired or ordered by a person prior to knowing or having reasonable grounds to know that 
dealing in such subject matter would entail the infringement of an intellectual property right.  

  Article 44(2) continues that 

  Notwithstanding the other provisions of this Part and provided that the provisions of Part II 
specifi cally addressing use by governments, or by third parties authorized by a government, 
without the authorization of the right holder are complied with, Members may limit the 
remedies available against such use to payment of remuneration in accordance with sub-
paragraph (h) of Article 31. In other cases, the remedies under this Part shall apply or, where 
these remedies are inconsistent with a Member ’ s law, declaratory judgments and adequate 
compensation shall be available.  

   Professor Cotropia argues that  eBay  nevertheless is consistent with TRIPS, either 
because (1)  eBay  ’ s four factors map onto the three factors set forth in TRIPS, Article 30 
for exceptions to patent rights, 97  or (2) the post- eBay  practice of awarding an ongoing 
royalty for infringement satisfi es TRIPS Article 44(2). 98  

hanrei/g_panel/index.html;   Rechtbank  ‘ s-Gravenhage, 14 March, 2012, Nos. 11-2212, 11-2213, 11-2215 ( Sam-
sung Elecs Co v Apple Inc ) (Neth) available at:   http://uitspraken.rechtspraak.nl/inziendocument?id=ECLI:
NL:RBSGR:2012:BV8871  .  

 95      See T Cotter,  Comparative Patent Remedies  (n 8) 179 – 82;       Lundie-Smith     &     Moss   ,  ‘  Bard v. Gore:   To Injunct, 
or Not to Injunct, What Is the Question? Is It Right to Reward an Infringer for Successfully Exploiting a Patent?  ’  
( 2013 )  8      Journal of Intellectual Property Law  &  Practice    359    .  

 96      547 U.S. 388, 391 (2006). These standards now apply in other cases as well, including copyright and trade 
mark matters.  

 97      See TRIPS, art 30 ( ‘ Members may provide limited exceptions to the exclusive rights conferred by a patent, 
provided that such exceptions do not unreasonably confl ict with a normal exploitation of the patent and do not 
unreasonably prejudice the legitimate interests of the patent owner, taking account of the legitimate interests of 
third parties ’ ).  

 98            Cotropia   ,  ‘  Compulsory Licensing Under TRIPs and the Supreme Court of the United States ’  Decision in 
 eBay v. MercExchange   ’   in     T   Takenaka    (ed),   Patent Law and Theory: A Handbook of Contemporary Research   ( Edward 
Elgar ,  2008 )  557    . Cotropria also argues that  eBay  is consistent with general TRIPS principles as set forth in art 8.  
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    82    Ordinarily, an order for injunctive relief is accompanied by a fi ne that is imposed 
in the case of contravention. Countries nevertheless follow different rules on how to 
word the injunction. While in some countries, it is suffi cient for the plaintiff to request 
the defendant to cease further infringement, other countries require the plaintiff to 
request a far more detailed order. 99  Thus, in a patent infringement case, the plain-
tiff would have to describe the infringing act and request cessation thereof, some-
times including possible equivalents. In the case of trade marks, the plaintiff would be 
requested to describe exactly which part of the infringing mark the defendant should 
no longer use. In general, it is preferable that the request for injunctive relief be partic-
ularly tailored to the infringing act. After all, the IP right as such already excludes third 
parties from using it. If the defendant has unlawfully used the IP right in a certain 
manner, the remedy should refl ect the infringement rather than be a request for lawful 
behaviour in general, as this could be requested from anyone. It is perhaps not a good 
idea to limit the injunctive order to a certain infringing type or series, for example  ‘ The 
defendant may no longer produce a washing machine of type XY ’ , as this would allow 
the defendant to merely rename the type or series and continue the infringing activity.   

   II. Damages, Articles 45, 48  

    83    The calculation of damages is notoriously diffi cult in IP matters. In most countries, 
damages are meant  ‘ to compensate for the injury the right holder has suffered because 
of an infringement of his intellectual property right ’  (TRIPS, art 45(1)). Most countries 
would thus regard damages as compensatory rather than punitive. In the US, cases of 
wilful infringement may make the infringer liable for enhanced damage awards  ‘ up to 
three times the amount found or assessed ’ . 100   

    84    The diffi culty of assessing damages is mitigated by the fact that in a good many juris-
dictions, the parties settle their case after an infringement is established. 101  It is now 

 99      For discussion of the law and judicial practice in the United States regarding the content of injunctive orders 
in patent cases, see       Golden   ,  ‘  Injunctions as More (or Less) than  “ Off Switches ” :   Patent Infringement Injunctions ’  
Scope  ’  ( 2012 )  90      Texas Law Review    1399    .  

 100      35 U.S.C.  §  284. In recent years, however, US courts have narrowed the defi nition of  ‘ wilful infringement ’  
by requiring the patentee to prove  ‘ that the infringer acted despite an objectively high likelihood that its actions 
constituted infringement of a valid patent … . If this threshold objective standard is satisfi ed, the patentee must also 
demonstrate that this objectively-defi ned risk (determined by the record developed in the infringement proceed-
ing) was either known or so obvious that it should have been known to the accused infringer ’ .  In re Seagate Tech, 
LLC , 497 F.3d 1360, 1371 (Fed Cir 2007) ( en banc ). (Some recent opinions nevertheless question whether the above 
standard is consistent with the US Supreme Court ’ s 2014 decisions permitting greater use of awards of attorneys ’  
fees, insofar as US law has tended to apply parallel standards for awards of enhanced damages and attorneys ’  fees. 
See eg  Halo Elecs, Inc v Pulse Elecs, Inc , Nos 2013 – 1472, 2013 – 1656, 2015 WL 1283767, at *2 (Fed Cir 23 March 
2015) (O ’ Malley, J, dissenting). When an infringement is determined to be wilful, courts consider various factors 
to determine whether and if so by what amount (up to three times) to enhance the damages award. See  Read Cor-
poration v Portec , 10 July 1992, 970 F.2d 816 (Fed Cir 1992).  

 101      eg in Germany, there is a scarcity of decisions on the calculation of damages due to the fact that an interim 
decision on the infringement as such would cause most parties to settle, particularly as the plaintiff can request 
all necessary details for the calculation of, eg the infringer ’ s profi ts: Civil Code, s 259. A claim for details is regu-
larly made as a preparation of the damage claim and recognised by the courts as such: Federal Supreme Court, 
13 March 1962, GRUR 1962, 398 —  ‘ Kreuzbodenventils ä cke II ’ . In France, the fact that courts could order a gross 
damage amount to be immediately enforceable is an incentive for settling the case.  
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common practice in most countries to calculate damages either on the basis of the 
damages incurred, the infringer ’ s profi ts or a reasonable royalty. The rationale behind 
these methods of calculation is the following: damages are often diffi cult to quan-
tify. They would include lost sales (diffi cult to prove causality in competitive mar-
kets, however), loss of reputation, sometimes market confusion and consequences of 
such direct damages, for example, the closure of production sites. Calculating these 
damages is often diffi cult and time consuming. It is often easier to calculate damages 
according to the principles of  unjust enrichment . Unjust enrichment would allow the 
right owner to claim what the infringer has obtained by using an economic position 
exclusively allocated to the right owner. This is particularly apparent in the case of an 
ordinary licensing fee: the infringer should at least pay what would have been due had 
the infringer tried to act lawfully, that is, had he tried to obtain permission to use the 
right. Yet it is clear that such ordinary licensing fee can only be the bottom line: if an 
infringer only had to pay an ordinary licensing fee, there would be little incentive for 
lawful behaviour (other than the risk of having to defend oneself in an infringement 
suit), even more so in cases where the right owner would not have granted a licence in 
the fi rst place. This is different for the claim of the infringer ’ s profi ts. Also these, it can 
be argued, have been obtained at the right owner ’ s expense, at least to the extent that 
without the infringement, those profi ts should have gone to the right owner. Some 
examples from national court decisions may illustrate the point.  

   1. The US  

    85    35 USC  § 284 awards damages for infringement  ‘ in no event less than a reasonable 
royalty ’ . Although a trial for establishing infringement sometimes precedes a trial for 
damages, usually both matters are decided during the same proceeding. 102  If the IP 
owner claims more than reasonable royalties, an expert witness would often be heard 
as to the exact amount.  

    86    Lost profi ts can be claimed upon proof of the following:  

   1. demand for the patented product;  
  2. absence of competing and non-infringing products;  
  3.  ability of the IP owner to actually market the quantity of goods for which lost 

profi ts are claimed; and  
  4. the amount of profi t that would have been made in the absence of infringement. 103    

    87    Lost profi ts may even be claimed for lost sales of products not incorporating the pat-
ented invention. 104  Where several competing products are on the market, lost profi ts 

 102      On rare occasions, courts may engage in a  ‘ reverse bifurcation ’ , holding a trial on damages fi rst. See eg     In re 
Innovatio IP Ventures  , LLC Patent Litig, Case No 11 C 9308, 2013  WL 5593609 at *20, 29  (ND Ill  3 October 2013 )  .  

 103          Panduit Corp v Stahlin Brothers Fiberworks  ,  575 F.2d 1152  (6th Cir  1978 )  .  
 104          Rite-Hite Corp v Kelley Co  ,  56 F.3d 1538  (Fed Cir  1995 )   ( en banc ): here, the patentee held parallel pat-

ents for comparable inventions, one of which was used but not infringed, the other of which was not used but 
infringed. Owing to the infringement, sales of products manufactured under the patent that was not infringed 
had dropped. The Court found the loss foreseeable and therefore recoverable. Some commentators have been 
critical of this result, however, on the ground that lost profi ts should be attributable to the achievement that the 
patent represents. There is a comparable decision in Japan: Tokyo High Court, 15 June 1999, 1697 Hanrei Jih ô  96 
(2000) —  HeatBank System : Here the patentee held patents A and B, made its turnover by exploiting patent A, while 
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are limited to the difference between actual market share and market share that would 
have been realised but for the infringement, plus a reasonable royalty on all products 
sold beyond this fi gure. 105  The same decision, however, also affi rms the recoverability 
of damages for the loss of sales of non-patented parts of a patented invention (entire 
market value). 106  The decisive question is whether the patentee can reasonably expect 
the sale of non-patented components together with the sale of the patented compo-
nent. 107  In a competitive market, it is not suffi cient merely to compare market shares 
before and after infringement. Rather, competition must be measured subjectively, ie it 
must be established that consumers had actually diverted their demand. This is not the 
case where the products may be objectively competing, yet target different consumer 
groups. 108   

    88    If lost profi ts cannot be shown, the patentee is entitled to a reasonable royalty. This 
is calculated as the amount a person would have been willing to pay as a royalty in a 
hypothetical negotiation at the time infringement began. The hypothetical negotiation 
is said to occur with both parties assuming that the patent is valid and infringed. Some 
of the factors normally considered in determining the reasonable royalty include: the 
commercial benefi ts of the invention and the extent of its use by the infringer; whether 
acceptable non-infringing alternatives were available; the infringer ’ s expected profi t; 
whether the licence would have been exclusive; and actual established royalties under 
the patent or in the particular fi eld. The Federal Circuit has shown particular interest 
in reasonable royalty damages in recent years, rejecting speculative and overreach-
ing theories in favour of more rigorous economic analysis closely tied to the claimed 
technology and its use by the defendant. For example, a conventional practice among 
damages experts of assuming the infringer ’ s willingness to pay roughly 25 per cent 
of its infringing profi ts as a royalty was struck down as arbitrary and speculative. 109  
Where the asserted patent claims relate to only one feature of a multi-component 
product, however, it may be improper to use the entire product revenue as the royalty 
base. 110  The market value of the entire product should be used as the royalty base only 
if the patented feature drives the demand for an entire multi-component product. 111  
In other words, the patented feature must be what motivates consumers to buy the 
product.  

the infringer used the technology of patent B, which then led to a drop in sales of the patentee ’ s products using 
technology A. The Court calculated the losses in accordance with the plaintiff  ’ s market share of 60% even though 
the patentee did not use the patented technology to manufacture its products that were in competition with the 
infringing products of the defendant.  

 105          State Indus v Mor-Flo Indus  ,  883 F.2d 1573  (Fed Cir  1989 )  .  
 106      See also     Fonar Corp v General Electric  ,  107 F.3d 1543  (Fed Cir  1997 )  : if the infringer uses the advantage of the 

patented device, this carries the presumption of consumer demand for the whole product.  
 107          King Instruments Corp v Otari Corp  ,  767 F.2d 853  (Fed Cir  1985 )  .  
 108          BIC Leisure Products v Windsurfi ng International  ,  1 F.3d 1214  (Fed Cir  1993 )   for the case of up-market and 

rather down-market surfboards.  
 109          Uniloc USA, Inc v Microsoft Corp  ,  632 F.3d 1292, 1318  (Fed Cir  2011 )  .  
 110      See eg     LaserDynamics, Inc v Quanta Computer, Inc  ,  694 F.3d 51, 56  (Fed Cir  2012 )  ;  Uniloc , 632 F.3d at 1318.  
 111       LaserDynamics  (n 110), 694 F.3d at 68.  



36 Christopher Heath and Thomas F Cotter

    89    35 USC  §  287 often makes a damages award conditional on a proper marking of the 
product (patented, trade marked) or other knowledge of the infringer about the IP 
right. Failure to properly mark the products can lead to a loss of damages. 112   

    90    Thus, while providing IP owners with the possibility of obtaining multiple damages 
in cases of wilful infringement, the US system has also signifi cant limits to damage 
awards. First, it does not allow the owner of a patent on a new invention to claim the 
infringer ’ s profi ts, 113  and, second, it makes damages conditional on a proper mark-
ing of the products. Further, it provides for reimbursement of attorneys ’  fees only in 
exceptional circumstances, these being normally wilful infringement.   

   2. Japan  

    91    Although Article 709 of the Japanese Civil Code states that  ‘ A person who has inten-
tionally or negligently infringed any right of others, or legally protected interest of 
others, shall be liable to compensate any damages resulting in consequence ’ , the dif-
fi culty patent owners faced in proving damages and causation in accordance with 
this provision prompted the Diet to include in the 1959 Patent Act (and subsequent 
amendments thereto) certain presumptions intended to reduce the patent owner ’ s 
burden.  

    92    In its current version, Article 102 of the Patent Act provides, fi rst, that a patent owner 
may recover  

  the amount of profi t per unit of articles which would have been sold by the patentee  …  if 
there had been no such act of infringement, multiplied by the quantity  …  of articles assigned 
by the infringer  

    subject to potential reductions if the patentee lacked the capacity to make the specifi ed 
number of articles. 114  Although some decisions have declined to consider whether the 
defendant might have remained in the market (and thus deprived the patent owner of 
a profi t) by using a non-infringing alternative instead of the patented invention, more 
recent case law has been more receptive to this consideration. 115   

    93    Second, as an alternative, a court may presume that the patent owners ’  damages equate 
to  ‘ the amount of profi ts earned by the infringer ’ . Although the dominant view at one 
time was that the infringer ’ s profi ts could not be claimed where the patent right in 
question was not used, 116  more recent decisions have held that this is not the case. 117  

 112      eg     American Medical Systems Inc v Medical Engineering Corporation  ,  4 October 1993 ,  6 F.3d 1523  (Fed Cir 
1993)  . The marking requirement does not apply with respect to process patents, however. See eg     Crown Packaging 
Tech, Inc v Rexam Beverage Can Co  ,  559 F.3d 1308 , 1316 – 17 (Fed Cir  2009 )  .  

 113      Design patent owners may obtain this remedy, however, see 35 U.S.C.  §  289, as can under some circum-
stances owners of infringed copyrights, trade marks, and trade secrets.  

 114      Japan Patent Act, s 102(1). Case law holds that this article is also applicable where the lost sales are attribut-
able to a different (but unexploited) patent of the patentee; see above.  

 115      See IP High Court, 25 September 2006, Hei 17(ne) 10047 —  ‘ Massage Chair ’ , 42 IIC 858 (2011).  
 116      eg Osaka District Court, 25 February 1993, 25-1 Chizaish û  56 —  ‘ Jimmy ’ z ’ .  
 117      Tokyo District Court, 8 October 2009,  Kureha K.K. v Nichiiko Pharma K.K .  ‘ Kyucal ’ , 42 IIC 860 (2011). In 

the  Aprica  decision (IP High Court (Grand Panel), 1 February 2013, 2012 (Ne) 10015 —  Sangenic Int ’ l Ltd v Aprica 
Children ’ s Products Inc ), the Court at least clarifi ed that a use of the patented technology by the licensee qualifi ed 
as use by the patentee, which is in fact a correction of the mistaken decision Tokyo District Court, Decision of 
24 March 1993, 26 IIC 556 —  ‘ Type Chanel No. 5 ’ .  
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The infringer can deduct from his profi ts the expenses incurred. 118  If the infringer ’ s 
fi gures for pure profi ts seem unrealistically low, the court would simply multiply the 
infringer ’ s turnover with the IP owner ’ s normal profi ts, which patent law already pro-
vides for on a statutory basis. 119   

    94    As a third possibility, the court may award  ‘ the amount the patentee  …  would have 
been entitled to receive for the working of the patented invention ’ . Requesting damages 
in the amount of a licensing fee is the fallback provision in cases where neither the pat-
ent owner ’ s own damages nor the infringer ’ s profi ts can be proven. 120  Prior to a 1998 
amendment, the statutory language included the word  ‘ ordinarily ’  ( tsujo no ); courts 
tended to award  ‘ ordinary ’  licensing fees that were rather low, based on the Inventors ’  
Association ’ s fi gures for contractually negotiated licensing rates in domestic agree-
ments. Since the deletion of the word  ‘ ordinarily ’ , the courts (at least in patent cases) 
no longer feel obligated to award only an  ‘ ordinary ’  licensing fee, and the case law 
indicates that the courts have become more assertive in arriving at higher fi gures. 121   

    95    The plaintiff also can also claim damages for loss of reputation 122  or market 
 confusion, 123  though in patent cases such damages are rarely if ever awarded. Moreo-
ver, in Japan (as in many countries) damages are understood as monetary compensa-
tion and may not be punitive. 124    

   3. Germany  

    96    In Germany, damages claims for the infringement of IP rights are now statute based, 
for example, section 139 of the Patent Act. However, no specifi c method of calculation 
is given, refl ecting the fact that such damage claims have always been a traditional 
remedy under tort law, and those for IP rights thus follow the same tort law principles. 
Apart from tort law, the courts also use unjust enrichment as a basis for calculating an 
appropriate licensing fee, and action without mandate ( Gesch ä ftsf ü hrung ohne Auftrag ) 
to properly calculate and delineate damages based on the infringer ’ s profi ts. The three 
calculation methods (the right owner ’ s own damages, infringer ’ s profi t and reason-
able licence) date back to the nineteenth century and were developed by the Imperial 

 118      The infringer ’ s turnover is a presumption for his profi ts unless otherwise proven: Tokyo District Court, 
7 October 1998, 1657 Hanrei Jih ō  122 —  ‘ Recharging System ’ . For further discussion of costs that may or may 
not be deducted from either the plaintiff  ’ s or the defendant ’ s revenue to arrive at a profi ts fi gure, see       Nakamura   , 
 ‘  Recent Trends in Court Judgments Concerning Damages in Japanese Patent Infringement Litigations  ’  ( 2014 )  39   
   AIPPI Journal Japanese Group   (English edn)  389    .  

 119      Osaka District Court, 17 September 1998, 282 Hanketsu Sokuh ō  17 —  ‘ Toaster ’ .  
 120      It is thus perhaps mistaken if Tokyo High Court, 23 March 1995, 27-1 Chizaish û  171 —  ‘ Snack Chanel II ’ , 

denies the right owner a statutory licensing fee based on the reasoning that a licence would never have been 
granted. At least the Court granted damages for loss of reputation.  

 121      See eg Second Subcommittee of the Second Patent Committee,  ‘ Predictability of Monetary Damages 
under Article 102(3) of the Japanese Patent Law ’  (2014) 64  Intellectual Property Management  219; Cotter (n 8). 
 cf  Nakamura,  Recent Trends in Court Judgments  (n 118).  

 122      eg Kobe District Court, 23 March 1987, 19-1 Mutaish û  72 —  ‘ Love Hotel Chanel ’ . The amount tends to be 
low, however: between 1 and 3 million Yen.  

 123      These cases are rare, however, and the amount is not signifi cant, either: Yokohama District Court, 22 March 
1985, 566 Hanrei Times 275 —  ‘ Chanel Handbag ’  (1 million Yen).  

 124        Supreme Court, 11 July 1997,  30 IIC 480  [ 1999 ] —  ‘ Punitive Damages ’ . Foreign decisions awarding punitive 
damages may not be enforced in Japan, either  .  
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 Commercial Court ( ‘ Reichsoberhandelsgericht ’ ) for cases of copyright infringement. 
These principles were affi rmed by the Imperial Supreme Court in two decisions of 
1895 125  and 1898. 126  Damages are meant to restore the status quo ante, and may thus 
not be punitive, the exception being copyright infringements. 127  Apart from monetary 
damages, the courts can also order other forms of restitution, for example, delayed 
market entry if an unlawful time advantage has been achieved by the infringement. 128   

    97    Proof of actual damages can be alleviated by section 287 of the Code of Civil Proce-
dure, which gives the court a certain discretion in assessing damages. Such discretion, 
however, can only be used once the IP owner has tried everything possible to specify 
the damages incurred. 129  The three methods of calculation can often lead to different 
damage amounts. 130  The plaintiff has the choice which method to apply, and may 
even fi rst sue for an inspection of the relevant commercial documents in the posses-
sion of the defendants before deciding how to proceed. 131  Furthermore, the calcula-
tion of damages according to a reasonable licensing fee does not preclude the plaintiff 
from claiming additional damages, as the licensing fee is only regarded as a minimum 
amount. 132   

    98    The most common form of claiming damages is the reasonable royalty, for three rea-
sons. First, this is the only agreeable form of damages where an agreement can be 
reached. And in most cases an agreement is reached after the court has found for 
infringement. Second, the other two forms of calculation require far greater efforts 
by the right owner. Third, many right owners do not wish to lay open their internal 
cost structures. In addition, to the extent that the claim is based on unjust enrich-
ment (where no negligence is necessary, and where the time bar is 30 rather than 
three years), the amount that can be claimed is also an ordinary licensing fee 133  that 
is calculated in the same way as under a damage claim. 134  In fact, the reason why an 
appropriate licensing fee is awarded is far closer to the doctrine of unjust enrichment: 
by using what is exclusively allocated to someone else, the infringer enriches himself at 
the right owner ’ s expense. The basis of the calculation is a percentage of the infring-
ing product ’ s sales price. It is immaterial in this respect that the product has perhaps 
been sold at a far lower price than the right owner would have wanted, in particular 
because otherwise it could not be reasonably assumed that the infringer had indeed 
sold the same quantity of goods at a higher price. 135  The courts are given  considerable 

 125        Imperial Supreme Court,  8 June 1895 ,  RGZ 35, 63   .  
 126        Imperial Supreme Court,  31 December 1898 ,  RGZ 43, 56   .  
 127      In copyright infringement cases, damages are doubled in order to refl ect the continuous monitoring efforts 

of the collecting societies:   Federal Supreme Court,  10 March 1972 ,  BGHZ 59, 286  —  ‘ Double Tariff  ’   .  
 128        Federal Supreme Court,  21 February 1989 ,  BGHZ 107, 46   .  
 129        Federal Supreme Court,  6 March 1980 ,  BGHZ 77, 16 = ,  GRUR 1980, 841  —  ‘ Tolbutamid ’   .  
 130      But see       T   Meier-Beck   ,  ‘  Schadenskompensation bei der Verletzung gewerblicher Schutzrechte nach dem 

Durchsetzungsgesetz  ’  ( 2012 )     WRP    503     (arguing that, in principle, the three methods should converge).  
 131        Federal Supreme Court,  6 December 1974 ,  GRUR 1975, 434   ;   Federal Supreme Court,  17 June 1992 ,  GRUR 

1993 , 55 —  ‘ Tchibo-Rolex II ’   .  
 132        Federal Supreme Court,  6 March 1980 ,  BGHZ 77, 16 =, GRUR 1980, 841  —   ‘ Tolbutamid ’   .  
 133        Federal Supreme Court,  24 November 1981 ,  GRUR 1982, 301  —  ‘ Kunststoffhohlprofi l II ’   .  
 134        Federal Supreme Court,  18 February 1992 ,  GRUR 1992, 599  —  ‘ Teleskopzylinder ’   .  
 135        Federal Supreme Court,  6 March 1980 ,  BGHZ 77, 16   .  
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 discretion in the calculation of the licensing fee. One may take into account the com-
mercial importance of the invention, the average licensing fees in the respective tech-
nical fi eld (for patents) or comparable marks (for trade marks), but in any case the 
actual infringement case has to be compared to the situation of a contractual licence. 
If in the latter case the licensor would receive additional benefi ts, for example, by shar-
ing marketing information, this can be a reason for awarding an increased royalty 
rate against an infringer. 136  The overarching framework for determining a reasonable 
royalty, however, is somewhat comparable to that used in the United States, namely 
 ‘ what the parties would have agreed to, as of the date of the hypothetical agreement, if 
they had foreseen the future development and the duration and amount of use of the 
patent ’ . 137  In addition, courts sometimes adjust the royalty upwards to refl ect the fact 
that an infringer does not bear all of the risks that a real-world licensee would bear. 138   

    99    According to section 249 of the German Civil Code, lost profi ts can be claimed as 
the difference between profi ts but for the infringing act and profi ts actually made, 
for example, as a loss of turnover. 139  This method of calculation requires proof of 
the causal link between the infringing act and the lost profi ts, while the burden of 
proof is on the right owner. Only if the right owner has furnished all facts in his pos-
session can the court make an educated guess according to section 287 of the Code 
of Civil Procedure. 140  It is assumed that the right owner has lost sales in the amount 
of what the infringer has achieved by the sale of the infringing goods. 141  However, 
this assumption depends on to what extent potential buyers would have directed their 
orders towards the right owner, and in this respect third parties offering competing 
and non-infringing products have to be taken into account. 142  While the right owner 
does not have to prove every single sale he would have made but for the infringement, 
he has to show what would have been sold in the normal course of events, ie if sales 
would have continued in the same manner, increased or decreased with a certain likeli-
hood. 143  General overheads cannot be included in lost profi ts, while costs for research 
and development can be taken into account to the extent that such costs could have 
been set off by the profi ts made for the very product that was subject to the infringe-
ment. 144  In the case of composite products, damages for lost sales can be claimed to 
the extent that these would have been sold together with the patented article. 145   

 136        D ü sseldorf Appeal Court,  17 April 1980 ,  GRUR 1981, 45   .  
 137        Federal Supreme Court,  14 March 2000 ,  GRUR 2000, 685   .  
 138      D ü sseldorf District Court, 1 June 1999, GRUR 2000, 690 — Reaktanzschleife; D ü sseldorf District Court, 

20 May 1999, GRUR 2000, 309 — Teigportioniervorrichtung.  
 139        Imperial Supreme Court,  7 April 1941 ,  RGZ 156, 65   .  
 140        Imperial Supreme Court,  23 February 1920 ,  GRUR 1920, 103   ; Federal Supreme Court, 6 March 1980, 

 ‘ Tolbutamid ’  (n 129).  
 141        Imperial Supreme Court,  29 March 1919 ,  RGZ 95, 220   .  
 142        Berlin District Court,  25 October 1939 ,  GRUR 1940, 32   .  
 143        Federal Supreme Court,  16 March 1959 ,  BGHZ 29, 393   ;   Federal Supreme Court, GRUR  1979 ,  869   ;   Federal 

Supreme Court,  9 April 1992 ,  GRUR 1992, 530   .  
 144       ‘ Tolbutamid ’  (n 129).  
 145      Federal Supreme Court, 30 May 1995 —  ‘ Steuereinrichtung II ’ .  
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    100    German law is fairly generous (but also very precise) in awarding attorneys ’  and pat-
ent attorneys fees (see below). Pre-trial costs are always recoverable as damages, 146  
which has led to a formidable business model for attorneys who can charge the 
addressee of a warning letter even in the event that no action is subsequently raised 
in court. Damages for market confusion or loss of reputation are also acknowledged 
forms of damages. 147  The right owner ’ s own damages are equivalent to an ordinary 
licensing fee in cases where the right owner has chosen to exploit the IP right only by 
licensing. 148   

    101    Finally, the infringer ’ s profi ts can be claimed based on the assumption that the 
infringer engaged in a business that only the right owner could have lawfully con-
ducted, and for that reason should surrender to the right owner all the profi ts made 
from such business. 149  According to some precedents, the infringer ’ s profi ts cannot 
be claimed where the right owner would defi nitely not have used the right at all, 
while it is insuffi cient that the right was not actually used. 150  Obviously, the claim 
for the infringer ’ s profi ts fails if the infringer has not actually made a profi t, a fact 
that can be ascertained by an inspection of the relevant commercial documents prior 
to raising such claim. However, the infringer ’ s profi ts can only be claimed to the 
extent that such profi t was actually made from using the infringed right. Other fac-
tors such as adroit advertising, quality, size of the distribution system, reputation of 
the selling enterprise, special commercial relationships or other factors unrelated to 
the infringed right bear no conditional relationship to the infringed right and thus 
cannot be claimed as profi ts by the plaintiff. 151  Profi ts made from articles unrelated 
to the patent infringement can only be claimed under exceptional circumstances. In 
one case, a patent for slide frames was infringed, and the infringer distributed the 
slide frames as a free gift together with his cameras. The Court held that part of the 
profi t made from such cameras could count as the infringer ’ s profi ts. 152  Awards of 
infringer ’ s profi ts appear to have taken on additional importance following the Fed-
eral Supreme Court ’ s 2000  Gemeinkostenanteil  decision, holding that the infringer 
normally is not entitled to deduct any portion of its overhead that would have been 
incurred even in the absence of infringement. 153   

    102    Characteristic for the German method of damage calculation is the necessity of exact 
calculation mandated by the proportional reimbursement of attorneys ’  fees (see 
below): a right owner who claims more than he actually receives in the end partially 
loses his case and thus has to reimburse the other party for part of the attorneys ’  fees 
proportional to the percentage to which the claim is upheld. While the courts are 

 146        Federal Supreme Court,  15 October 1969 ,  GRUR 1970, 189   .  
 147        Federal Supreme Court,  12 January 1966 ,  BGHZ 44, 372  —  ‘ Me ß mer-Tee II ’   ;   Imperial Supreme Court, 

 28 January 1933 ,  GRUR 1933, 292   .  
 148        Federal Supreme Court,  27 November 1969 ,  GRUR 1970, 296  —  ‘ Allzweck Landmaschine ’   .  
 149      eg   Imperial Supreme Court,  22 October 1930 ,  RGZ 130, 108   ;   Federal Supreme Court,  29 May 1962 ,  GRUR 

1962, 509  —  ‘ Dia-R ä hmchen II ’   .  
 150      Imperial Supreme Court, 22 October 1930, RGZ 130, 108. For more recent discussion of whether awards 

of an infringer ’ s profi ts are or should be available to non-practising entities, see       A   Walz   ,  ‘  Patentverletzungen im 
Lichte des Kartellrechts:   In Sachen Europ ä ische Kommission gegen Orange-Book  ’  ( 2013 )     GRUR Int    718    .  

 151      Cologne Appeal Court, 16 March 1990, GRUR 1991, 60 —  ‘ Rolex-Imitation ’ ;  ‘ Tchibo/Rolex II ’  (n 131).  
 152       ‘ Dia-R ä hmchen II ’  (n 149).  
 153        German Federal Supreme Court,  2 November 2000 ,  33 IIC 900  —  ‘ Gemeinkostenanteil ’   .  
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given a signifi cant amount of leeway in the calculation of damages, punitive elements 
of calculation can only be found in copyright cases.  

    103    Just as in the US, the right owner may claim commercial interest rates on the dam-
ages or the royalty rate unreasonably withheld during the time of infringement. 
Unlike the case in the US, however, interest is not compounded.   

   4. The UK  

    104    Damage compensation for the infringement of IP rights is now statute based. Dam-
ages were introduced as an equitable remedy by the Chancery Amendment Act 1858 
(Lord Cairns ’  Act) which conferred on the courts of equity jurisdiction for damages 
in addition to or in lieu of an injunction or other specifi c equitable relief. The proper 
function of damages has been described as follows:  

  As in the case of any other tort (leaving aside cases where exemplary damages can be given) 
the object of damages is to compensate for loss or injury. The general rule at any rate in rela-
tion to  ‘ economic ’  torts is that the measure of damages is to be, so far as possible, that sum of 
money which will put the injured party in the same position as he would have been in if he 
had not sustained the wrong. In the case of infringement of a patent, an alternative remedy 
at the option of the plaintiff exists by way of an account of profi ts made by the infringer. 
There are two essential principles in valuing that claim: First, that the plaintiffs have the 
burden of proving their loss; second, that the defendants be wrong-doers, damages should 
be liberally assessed, but that the object is to compensate the plaintiffs and not punish the 
defendants. These elemental principles have been applied in numerous cases of infringe-
ments of patents. Naturally their application varies from place to place. 154   

    105    Decisions on damages are infrequent, and would normally be reached only after a 
trial on the merits of the case has been concluded:  

  Split trials are very frequently directed, and this is particularly so in intellectual property 
cases. A split trial is plainly called for in the interest of saving costs. Documents relevant only 
to quantum are not relevant to the issue of liability. 155   

    106    Damages can thus be claimed either as the right owner ’ s own damages or as the 
infringer ’ s profi ts. An ordinary licensing fee would be considered as the right owner ’ s 
damages and is awarded in cases where sales by the infringer would not have been 
made by the right owner.  

    107    After a decision on the merits, the right owner has to decide whether to seek an 
inquiry as to damages or an account of the infringer ’ s profi ts. The decision can be 
delayed until after a review of the defendant ’ s commercial documents. 156   

    108    The most important modern case on lost profi ts awards is  Gerber Garment Technol-
ogy v Lectra Systems , 157  in which the Court states as a general principle that the right 
holder is entitled to recover any reasonably foreseeable loss caused by the infringe-
ment and not otherwise precluded by public policy. In principle, such losses may 

 154         English House of Lords,  General Tyre v Firestone  , 16 April 1975, [ 1976 ]  RPC 197   .  
 155         English High Court,  Baldock v Addison , 22 June 1994,  [ 1995 ]  3 All ER 437   .  
 156         English High Court,  Island Records Ltd v Tring International , 12 April 1995,  [ 1995 ]  3 All ER 444   .  
 157         English Court of Appeal, 18 December 1996,  [ 1997 ]  RPC 443, 452 – 56   .  
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include not only lost profi ts on lost sales, but also damages for price erosion and so-
called springboard damages. 158  It is well known, however, that computing the right 
owner ’ s own losses is a diffi cult matter:  

  The court must estimate what were the chances that a particular thing would have hap-
pened if there had been no infringement and refl ect those chances in the amount of dam-
ages awarded, and could do no better than reach a fi gure based on the general impression 
received from the evidence as a whole. 159   

   The burden of proof in this respect is facilitated by two factors: 

  1.  once the existence of infringing articles has been proven, at least some loss of 
sales can be assumed. If the evidence showed a reasonable commercial exploita-
tion of the genuine product, a comparison of the actual sales with the expecta-
tion of future ones could be taken as a measure for such loss; and  

2.  damages would be assessed on the basis that every sale made by the infringer was 
a lost sale, and the proprietor would be compensated for the lost profi t on such 
sale. However, the latter method can only be reasonably applied in cases where 
the right owner has a reasonably large market share: in  Catnic Components Ltd v 
Hill  &  Smith Ltd , 160  the right owner ’ s market share was 90 per cent and the Court 
thus computed 90 per cent of the infringer ’ s sales as lost sales of the right owner. 
In addition, such assumption can only be applied where the right owner actually 
has the marketing capacity for the production of articles the lost sales of which 
shall be calculated as damages. For sales the infringer made, but the right owner 
could not or would not have made, a reasonable royalty shall be paid.  

    109    Contrary to practice in the US, however, the fact that infringer could have competed 
by using a non-infringing alternative is not taken into account in computing lost 
profi ts. 161   

    110    A reasonable royalty can be claimed instead of the right owner ’ s own damages in 
cases where the right owner could not or would not have made the infringer ’ s sales, 
or where the right owner opts for such calculation method. To the extent that there is 
suffi cient discovery as to the right owner ’ s profi t margins, these would be taken into 
account in arriving at an appropriate licensing fee. The court would also add possible 
benefi ts from the sale of accompanied articles not covered by the IP right for which 
the infringer could also make a profi t. In  Gerber v Lectra , for example, the trial court 
arrived at a royalty rate of 15 per cent where it was established that the right owner 
would have made a 60 per cent profi t from his sales. Comparable to practice in the US 
and Germany, the goal is to estimate the  ‘ royalty a willing licensee would have been 
prepared to pay and a willing licensor to ’  accept. 162   

 158      See    Patents Court,  Ultraframe (UK) Ltd v Eurocell Bldg Plastics Ltd  , 9 June 2006, [ 2006 ]  EWHC (Pat) 1344   .  
 159         Patents Court,  Gerber Garment Technology Inc v Lectra Systems Ltd , 20 March 1995  [ 1995 ]  RPC 383   . This is 

the trial court opinion in the above-mentioned  Gerber  case.  
 160        English High Court, 16 March 1983, [ 1983 ]  FSR 512   .  
 161        UK House of Lords,  United Horse-Shoe  &  Nail Co v John Stewart  &  Co , 12 March 1888, ( 1888 )  LR 13 App 

Cas 401    (appeal taken from Scot). For critique, see Cotter (n 8) 187 – 91.  
 162         UK House of Lords,  General Tyre and Rubber Co Ltd v Firestone Tyre  &  Rubber Co Ltd  , 16 April 1975, [ 1975 ] 

 FSR 273, 292 – 93  (opinion of Lord Salmon)  .  
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    111    As to the claim for account of profi ts by the infringer, this is an equitable remedy at 
the discretion of the court. Until recently, such an account has rarely been requested 
owing to the diffi culty in computation and the possibility that such computation 
would show little or no profi ts by the infringer, thereby making any recovery impossi-
ble. Nevertheless, the claim has experienced a modest revival since the Patent Court ’ s 
1998 decision in  Celanese Int ’ l Corp v BP Chemicals Ltd . 163  Although the Court con-
cluded that, under the  United Horse Shoe  precedent cited above, it could not take into 
account the defendant ’ s ability to earn a comparable profi t from the use of a non-
infringing alternative, the court awarded the patent owner  £ 567,840 (only 0.3 per 
cent of the amount it sought) based on its conclusion that the defendant earned no 
profi t from the production occurring at one of its plants, and that only 0.6 per cent of 
the gross profi t earned at the other plant was attributable to the patented process. In a 
more recent decision involving an accounting of profi ts for trade mark infringement, 
the Court of Appeal (like the German Federal Supreme Court in  Gemeinkostenanteil ) 
held that for purposes of calculating the defendant ’ s profi t there should be no deduc-
tion of allocable overheads; rather, the defendant must show that the deducted costs 
are properly attributable to the production of the infringing merchandise. 164   

    112    Whether punitive damages could be awarded in a patent case remains to be seen. 
Although the judge in the  Catnic  case cited above interpreted the 1964 House of 
Lords decision in  Rookes v Barnard  as precluding punitive damages for torts such 
as patent infringement in which such damages had not been awarded prior to that 
date, a subsequent House of Lords decision rejected that interpretation of  Rookes . 165  
The possibility therefore arises that a court in the UK someday could award punitive 
damages for a particularly egregious act of infringement.  

    113    English cases on damages calculation nevertheless remain relatively rare and seem to 
require enormous efforts of time and money, thus strongly discouraging litigation 
in this respect. As in Germany, interim decisions on the merits are regarded as the 
most effi cient way of dispensing with damage litigation, as the parties would then be 
expected to settle.   

   5. France  

    114    The French Intellectual Property Code ’ s provision on patent damages has been 
amended twice in recent years, fi rst following the 2004 Enforcement Directive and 
again in early 2014. The current law thus permits the court, in assessing damages 
and interest, to take into account  ‘ loss of profi t and the loss sustained by the injured 
party ’ ;  ‘ the moral prejudice incurred by the latter ’ ; and  ‘ the profi ts realised by the 
infringer, including the savings of intellectual, material, and promotional invest-
ments which the later has derived from the infringement ’ .  

 163      Patents Court, 26 October 1998, [1999] RPC 203. Accountings of profi ts for patent infringement are fre-
quently awarded in Canada, however, and occasionally in other Commonwealth countries such as Australia.  

 164         English Court of Appeal,  Hollister Inc v Medik Ostomy Supplies Ltd  , 9 November 2012, [ 2012 ]  EWCA Civ 
1419 .    

 165         UK House of Lords,  Kuddus v Chief Constable of Leicestershire Constabulary  , 7 June 2001, [ 2001 ]  UKHL 29   .  
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    115    In addition, if the court determines that the resulting amounts do not make good the 
entirety of the prejudice suffered by the injured party, it orders to the profi t of the 
latter the confi scation of all or part of the revenue procured by the infringement.  

    116    However, the court may, alternatively, upon request by the injured party, award 
damages as a lump sum. This amount is higher than the royalties or fees that would 
have been due if the infringer had requested authorisation for the use of the right 
infringed. This amount is not exclusive of the compensation for the moral prejudice 
suffered by the injured party. 166   

    117    The new law may (or may not) make awards of infringer ’ s profi ts — which French 
law prior to the Directive did not allow, and the availability of which since then has 
resulted in confl icting decisions — more common. 167   

    118    In estimating lost profi ts, French courts typically estimate how many sales of the 
patented product the right holder would have made, absent the infringement, the 
price at which he would have made those sales and the right holder ’ s profi t margin. In 
addition, the court will take into account additional or spare parts for the infringing 
goods to the extent that these would add to  ‘ the whole infringement value ’  ( le tout 
commercial ). This is the case where the infringing object would not be sold inde-
pendently from such parts. 168  The loss of turnover is determined by various factors 
which are applied quite fl exibly, such as the quality of inventive step of the patented 
products. When the rule of  le tout commercial  is applied only those profi ts are taken 
into account that measure the relative value of the invention in the assembled prod-
uct. Yet, other elements can also be of importance, such as the market position of the 
patentee. 169   

    119    If, on the other hand, the patentee does not exploit the patented invention, damages 
are usually calculated on the basis of a licensing fee which the infringer would have 
had to pay in order to use the invention lawfully. Neither can the patentee, who does 
not exploit the patent, claim any damages incurred by his licensee, 170  who in such 
cases could intervene in the infringement action in order to claim damages on his 
own behalf. In such cases, the extent of the infringement is calculated on the basis of 
the infringer ’ s turnover multiplied by a percentage determined by the court as com-
pensatory fee. 171  As is sometimes the case in Germany, French courts also sometimes 
increase the royalty in consideration of the fact that the infringer avoids some of the 

 166      Law No 2014-315 of March 11, 2014, amending IPC art 615-7.  
 167      Buffet Delmas d ’ Autane  &  Fabre,  ‘ Nouveaut é s, clarifi cations, carences et incertitudes du dispositif de lutte 

contre la contrefa ç on tel que renforc é  par la loi no 2014-315 du 11 mars 2014 ’  (May 2014)  Propri é t é  Industrielle  10.  
 168      The above principle was established by a decision of the Cassation Court in 1897 and affi rmed in subse-

quent decisions. See eg, Paris Appeal Court of 19 November 1997, PIBD 1998, No. 651, III, 189.  
 169      L 615 – 7 IP Code as of 11 March 2014 now specifi es the following:  ‘ To set the amount of damages, the court 

distinctly takes into account: the negative economic consequences of the infringement, including the loss of earn-
ings and any loss suffered by the injured party, the moral prejudice caused to the latter and the profi ts made by 
the infringer, including the savings in intellectual, material and promotional investments that it achieved from the 
infringement ’ .  

 170      Decision of the Paris Appeal Court, 2 March 1971, Dalloz 1972, 45, also reprinted in  ‘ Les innovations de 
la loi du 2 janvier 1968 en mati è re de brevets d ’ invention ’  ( ‘ The New Patent Act of 2 January 1968 ’ ) Strasbourg 
Colloquium, 23 to 25 September 1971 (Collection CEIPI, Litec 1972) 194/95.  

 171      The court would take into account already existing licensing agreements for the same invention, licensing 
rates in the same fi eld of technology or simply make an informed guess.  
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risks that a real licensee would face. 172  The new damages law cited above appears to 
approve this practice. Attorneys ’  fees are also generally awarded, along with post-
judgment (but not pre-judgment) interest. 173   

    120    An empirical study of French patent litigation from 2000 to 2009 reported average 
and median awards of, respectively,  € 220,000 and  € 40,000. 174  A more recent study 
covering 2010 – 13 reports that in 67 per cent of French patent infringement cases 
sampled in which damages were awarded the amount was less than  € 50,000, and in 
only 11 per cent was it above  € 500,000. 175    

   6. Other Countries  

    121    Most other countries permit awards of lost profi ts, reasonable royalties and account-
ings of profi ts, though often the case law is less developed owing to the relatively 
small number of litigated actions. China also permits awards of  ‘ statutory ’  damages 
for patent infringement ranging from 10,000 to 1 million Chinese Yuan. This rem-
edy is used for patent infringement in China in about 95 per cent of all cases. 176  
China also permits damages enhancements for reasonable royalties and is consider-
ing authorising treble damages for wilful infringement. Taiwan recently reintroduced 
treble damages for intentional infringement, after briefl y eliminating the availability 
of this remedy in 2013. Korea has adopted the Japanese way of calculating damages 
by multiplying the infringer ’ s turnover with the right owner ’ s profi ts on such turno-
ver for patents, trade marks and matters of unfair competition matters.   

   7. Attorneys ’  Fees, Article 48  

    122    As has been mentioned above, the United States would grant attorneys ’  fees only in 
exceptional cases, such as cases of wilful infringement. 177  In Japan, the losing party 
has to bear all court costs, yet attorneys ’  fees have to be borne by each side and only 
in exceptional circumstances be (partly) awarded as damages where particularly dif-
fi cult legal questions were involved. 178  In Germany, attorneys ’  fees plus the fees for 
patent attorneys in cases of, for example, patent infringement would be part of the 

 172      See Cotter (n 8) 270 and fn 170 (citing cases and academic commentary, some of it critical of the practice).  
 173      ibid 276 and fnn 210 and 211.  
 174      P V é ron,  ‘ Le contentieux des brevets d ’ invention en France:  É tude statistique 2000-2009 ’ , available at: 

  www.veron.com/publications/Colloques/Stats_contentieux_brevets_France_2000-2009_Veron_et_Associes.
pdf?card=707  .  

 175      R é publique Fran ç ais,  Minist è re du Redressement Productifs, Les Dommage et Interet Allou é s dans le Cadre des 
Actions en Contrefa ç on:  É tude Compar é  é  en France, au Royaume-Uni, et an Allemagne  (January 2014).  

 176      See Cotter (n 8) 355-60 (citing sources).  
 177      In two recent decisions, however, the Supreme Court expanded the defi nition of  ‘ exceptional circumstances ’  

to some degree and provided greater latitude for fee awards. See     Octane Fitness, LLC v Icon Health  &  Fitness ,  Inc  , 
 134 S. Ct. 1749  ( 2014 )   (stating that  ‘ an  “ exceptional ”  case is simply one that stands out from others with respect 
to the substantive strength of a party ’ s litigating position (considering both the governing law and the facts of the 
case) or the unreasonable manner in which the case was litigated. District courts may determine whether a case is 
 “ exceptional ”  in the case-by-case exercise of their discretion, considering the totality of the circumstance ’ );     High-
mark Inc v Allcare Health Management System, Inc  ,  134 S. Ct. 1744  ( 2014 )  .  

 178      eg Supreme Court, 29 May 1984, 530 Hanrei Times 97 —  ‘ American Football Symbol Mark ’ . Amounts tend 
to be low, eg 1 million Yen, and would not represent market rates.  
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litigation expenses which have to be borne by the losing party. However, costs are 
awarded proportionate to the plaintiff  ’ s request. If the plaintiff requests  € 1 million 
Euro in damages, and the court only awards  € 600,000, the costs would be split 60:40. 
An attorney who negligently claims too much would be liable for professional mal-
practice. Also for this reason German attorneys tend to calculate damage amounts 
as precisely as possible. In the United Kingdom, courts normally award attorneys ’  
fees but even successful patent owners cannot expect to recover the entirety of their 
incurred costs and fees. 179   

    123    The above patterns show a fairly complex picture. They refl ect the diffi culty that has 
already been mentioned above. On the one side, damages should compensate the 
right owner for an infringement suffered. On the other hand, they should also to 
some extent constitute a deterrent to further infringement. Particularly in countries 
where damages are meant to be compensatory rather than punitive, both are diffi cult 
to reconcile. Yet one should note that the pattern of damage compensation becomes 
more diverse than just the distinction between punitive damages and compensatory 
ones. Few countries permit awards of enhanced or punitive damages for infringe-
ment, though compensation for copyright infringement in Germany comes close to 
a punitive sanction in that the double amount of compensation is explained by the 
additional monitoring costs of collecting societies. Further, Japan and Korea have 
now opted for a new way of calculating damages by combining the infringer ’ s turno-
ver with the right owner ’ s profi ts. This, however, is extremely diffi cult to reconcile 
with traditional principles of tort law where damages must relate to what the right 
owner could have achieved but for the infringement.    

   III. The Right of Information/ Auskunftsanspruch , Article 47  

    124    Article 47 of the TRIPS Agreement requires the courts to order the infringer to 
inform the right holder of the identity of third persons involved in production and 
distribution. It has been mentioned above that such a claim is supported in Germany 
under the  Auskunftsanspruch  and in Great Britain under the Anton Piller Order, and 
something comparable would appear to be required in other EU countries as a result 
of the Enforcement Directive. In other countries, such a right seems to be more dif-
fi cult to enforce. In Germany, the requirement to name suppliers and distributors 
is carried further by the possibility of obliging the defendant and even third parties 
to recall goods already in the channels of commercial distribution. The costs of this 
rather onerous obligation has to be borne by the infringer. Also in France, such rem-
edy is available, although the courts normally refrain from such order, as it seriously 
interferes with trade.   

 179      See Cotter (n 8) 209 fn 147, 276 fn 210 (citing sources estimating the percentage of fees recovered in the UK 
and other countries).  
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   IV. Other Remedies, Article 46  

    125    The other remedies as mentioned in Article 46 of TRIPS most importantly constitute 
the destruction of infringing goods. In that respect, Article 46 clarifi es that in case of 
a trade mark infringement, it is not suffi cient simply to have the infringing marks 
removed, for example, from T-shirts. Rather, such goods should be destroyed  in toto  
or at least disposed of outside the channels of commerce. Not infrequently, videos are 
shown where huge steamrollers destroy infringing goods such as watches.  

    126    Other possible remedies include apologies or the publication of the decision in a 
newspaper. According to the Japanese Supreme Court, requiring an apology from 
the infringer is not unconstitutional. 180  The Korean Supreme Court has held the 
contrary. 181     

   I. Administrative Measures, Articles 49, 51 – 60  

   I. TRIPS, Article 49  

    127    The TRIPS Agreement attaches far more importance to civil than to administrative 
measures, at least to the extent that they relate to infringement procedures. Article 42 
of TRIPS holds that right holders should be able to resort to civil judicial procedures. 
This should make clear that enforcement of IP rights is basically seen as a confl ict 
between two parties and not an object of public concern. It thus appears that Article 
49 only refers to administrative procedures offered in addition to civil ones. In fact, 
very few countries offer infringement procedures through the administration, for 
example, Vietnam 182  and China. 183  These countries traditionally have entrusted the 
national patent offi ces with IP enforcement. This certainly has the advantage of a 
competent forum. It has been mentioned above that one of the greatest diffi culties in 
enforcement is the training of judges in specifi c areas in this diffi cult fi eld of law. The 
patent offi ces, on the other hand, are far more familiar with industrial property law 
as such. It is equally clear that training and experience in granting industrial property 
rights does not necessarily qualify for their enforcement. After all, patent offi ces are 
not called upon to interpret the scope of an industrial property right in light of an 

 180      Supreme Court, 4 July 1956, 10-7 Mihsh û  705.  
 181      Korean Supreme Court, 1 April 1981, 89 Hunma 160. For further discussion of  ‘ other remedies ’  in selected 

countries, see the country reports in response to AIPPI Q236:  Relief in IP Proceedings Other than Injunctions or 
Damages , available at:   www.aippi.org/?sel=questions&sub=listingcommittees&viewQ=236#236  .  

 182      For details, see       C   Heath   ,  ‘  Industrial Property Protection in Vietnam  ’  ( 1999 )  30      IIC    419    .  
 183            X   Liu   ,  ‘  Enforcement of Intellectual Property Rights in the People ’ s Republic of China  ’  ( 2001 )     IIC    141    . 

T Pattloch in  ch 13  mentions about 5000 patent lawsuits raised annually before the administrative authorities. 
This is half of the number of patent infringement actions raised before the courts in China.  
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alleged infringement, but only in order to determine the requirements of grant. 184  
Thus, the patent offi ces should be aware how courts interpret industrial property 
rights, but should not do so themselves. 185   

    128    Outside Asia, involvement of the administration in the enforcement of IP rights is 
uncommon. Yet, it should be mentioned that with the agreement of both parties, also 
the UK Comptroller of Patents can hear infringement cases. The advantages of such 
procedure are the signifi cantly lower costs, and the possibility of having the possible 
counterclaim of invalidity heard before a technically well-versed forum.   

   II. Border Measures, Articles 51 – 60  

    129    Of far greater importance are border measures that the TRIPS Agreement regulates 
in considerable detail under Articles 51 – 60. 186  It has been mentioned above that the 
TRIPS Agreement developed out of a proposed international agreement on border 
measures regarding infringing goods. This, in turn, fi nds its justifi cation and reason-
ing in previous international agreements that stipulate certain remedies of seizure, in 
particular the Madrid Arrangement for the Repression of False or Deceptive Indica-
tions of Source on Goods, which dates back to the year 1891. Border measures have 
to be provided only for certain infringing goods, however: Article 51 only mentions 
counterfeit trade mark or pirated copyright goods. It is thus necessary to interpret 
these terms. The TRIPS Agreement itself gives the following defi nitions:   

Counterfeit trade mark goods shall mean any goods, including packaging, bearing without 
authorisation a trade mark which is identical to the trade mark validly registered in respect 
of such goods, or which cannot be distinguished in its essential aspect from such a trade 
mark, and which thereby infringes the rights of the owner of the trade mark in question 
under the law of the country of importation.  

Pirated copyright goods shall mean any goods which are copies made without the consent of 
the right holder or person duly authorised by him in the country of production and which 
are made directly or indirectly from an article where the making of that copy would have 
constituted an infringement of a copyright or a related right under the law of the country 
of importation. 

    130    This, for one, excludes the whole range of articles that might infringe other rights 
than trade marks or copyrights, for example, patents. Measures have thus only to 
be provided for infringing trade mark and copyright goods. But even here, not all 
goods that are infringing necessarily fall under the TRIPS defi nition. A good many 

 184      However, some countries allow domestic patent offi ces to render opinions on the scope of an industrial 
property right. This is namely the case for Korea and Japan, eg Japanese Patent Act, ss 71 and 71bis:  ‘ A request 
for interpretation may be made to the Patent Offi ce with respect to the technical scope of a patented invention ’ . 
However, only in Korea does this system actually appear to be used: See Yang,  ‘ Enforcement of Intellectual Prop-
erty Rights in Korea ’  in      K   Chang    and others,   Intellectual Property Law in Korea   ( Kluwer Law International ,  2003 )  .  

 185      eg EPO, Enlarged Board of Appeals, 11 December 1989, EPO Offi cial Journal 1990, 93 —  ‘ Friction Reducing 
Addition ’ .  

 186      The comments above are of a more general nature. For an in-depth comparison of customs procedures in 
Europe, Japan and the US, see  ch 20  by A Petersen-Padberg.  



Comparative Overview and the TRIPS 49

 countries consider the parallel importation of goods made by the right owner or 
with his consent abroad as an infringement of domestic IP rights. 187  These goods, 
however, may be infringing yet do not require border measures, as they have been 
produced with the authorisation of the right owner. 188  Finally, another aspect mer-
its attention. The criteria  ‘ without authorisation ’  or  ‘ without consent ’  are not with-
out problems. This may be exemplifi ed by the following case: the trade mark owner 
permits a licensee to produce 1000 items per day to which the trade mark may be 
attached. During the licensing period, however, the licensee regularly produces  ‘ over-
runs ’  that he disposes of in different commercial channels than the 1000  ‘ offi cial ’  
items. Or in a copyright case, the licensee receives permission to print 1000 copies 
of a certain book within a given period of time. However, he produces 2000. In both 
cases, the licensee produces the licensed goods or copies within the licensing period, 
yet disobeys limitations on the quantity of items that may be produced. Would these 
overruns be infringing under the TRIPS defi nition or would these qualify as legiti-
mate goods produced contrary to contractual arrangements and thus only give rise 
to a contractual dispute between licensor and licensee? The TRIPS Agreement can 
give no defi nite answer to this question. It is easy to see that items produced  after  the 
licensing period would count as infringement. Here, the licensor ’ s authorisation is 
notably absent. On the other hand, not every breach of licensing agreement should 
render the goods produced as infringing. Goods certainly do not become infringing 
because the licensee does not comply with all the terms of the licensing agreement, 
for example, does not properly pay his licensing fees, does not purchase the required 
raw materials, etc. Similar to the above-mentioned factors, third parties are unable to 
distinguish goods manufactured in compliance with an existing licensing agreement, 
or beyond it. In the same manner as a third party, for example, customs could not 
distinguish between goods produced under a licence where the licensee duly pays 
his fees, a customs offi cer could not distinguish between daylight production and 
nightly overruns. On the other hand, border measures do not require the possibility 
of distinguishing infringing from non-infringing goods. According to this author, 
the distinction should be made as follows: once a licensing agreement has come to 
an end, the licensor has a legitimate interest in no longer being associated with any 
goods being produced by the licensee and passed off as those of the licensor. In that 
respect, a licensing agreement that has been terminated or come to an end is no dif-
ferent than one that has never been concluded at all. Yet once the licensor gives his 
authorisation to the licensee for items being produced bearing a certain trade mark 
or containing certain copyright material, this authorisation for third parties means 
that all goods produced by the licensee have been authorised. Third parties, after all, 
hardly have an opportunity to look at the licensing agreement in order to detect what 
amount of goods the licensee is allowed to produce. In the absence of any publicity of 

 187      Particularly in the EU countries, parallel importation of trademarked goods from outside the Commu-
nity is considered infringing: ECJ, 16 July 1998, Case C-355/96  Silhouette International Schmied v Hartlauer 
Handelsgesellschaft.   

 188      In European countries, right owners would be allowed to invoke border measures against such goods, how-
ever: For Germany, eg Bundesfi nanzgericht (Federal Tax Court), 5 October 1999, case VII R88/98. The basis of 
action is domestic customs law rather than European law, however.  
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restriction, overruns should qualify as a breach of contract and be actionable as such, 
but not as an IP infringement.  

    131    The procedures set out under the TRIPS Agreement for the seizure of allegedly 
infringing goods at the border are fairly straightforward. Either the owner of a copy-
right or trade mark prophylactically asks customs to detain infringing goods, or the 
goods are detained by customs at their own initiative and the owner of the trade 
mark or copyright in question thereafter applies for their continued detention.  

    132    Customs are the fi rst to come into contact with imported goods, and it is certainly 
important to have such infringing goods seized already at the border before they dis-
appear into national distribution channels. It is for that reason that the TRIPS Agree-
ment has introduced a right of importation. In the absence of such right, customs 
would have no means of seizing infringing goods, as only their commercial distribu-
tion would amount to an infringement. Thus, the right of importation is vital for 
customs procedures, but says nothing about, for example, the lawfulness of parallel 
imports. 189  In the case of industrial property rights, many countries offer right own-
ers the possibility of listing their registered rights with customs once they suspect 
that infringing goods might be imported. Owing to the high and increasing level of 
international trade, the chances of customs detecting infringing goods on their own 
initiative are limited. Most successful operations dealing with the seizure of infring-
ing goods occur once the right owner has received information about an impending 
shipment of infringing goods and cooperates with customs for the seizure of such 
goods.  

    133    Action by the competent courts or administrative authorities to suspend the release 
of goods has to be taken if a right holder has  ‘ valid grounds for suspecting ’  infringe-
ment and is able to present  ‘ adequate evidence ’  that infringing goods will be imported 
(art 52). These requirements are both for a general application to customs (art 52), 
as well as for cases where the actual importation of infringing goods is suspected. 
Because border measures by their very nature are preliminary and may prove 
unfounded, customs can require right owners to provide security (art 52). The secu-
rity is meant to indemnify the importer in cases where the measure has been mis-
takenly applied, yet shall not act as a deterrent to the request for customs measures 
(art 53(1)). Once the goods have been detailed at the request of the right owner 
or at customs ’  initiative subsequently backed up by the right owner ’ s endorsement, 
Articles 53 and 54 specify what kind of procedure should follow. As detention by 
customs is preliminary,  Article 55 mandates that the right owner must initiate the 
main action of infringement within 10 working days of the detention, otherwise the 
goods will be released. It is quite clear that the burden to prove infringement is with 
the right owner. The 10-working-day period may seem short, yet it is justifi ed insofar 
as the importer had no opportunity to be heard while detention was effected. Thus, 
customs seizure is an explicit case of an ex parte measure, and Article 50 provides the 
defendant with similar safeguards. In order to verify an infringement claim, Article 
57 confers upon the right owner a right of inspection and subsequent release of the 

 189            C   Heath   ,  ‘  Parallel Imports and International Trade  ’  ( 1997 )  28      IIC    623    .  
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name and address of the importer. 190  Under Article 58, countries also may require 
customs offi cials to act ex offi cio, subject to the above procedural protections, where 
they have acquired prima facie evidence that a right is being infringer. Article 59 
requires counties to authorise the destruction or disposal of infringing goods as per 
Article 46. Of course, instead of defending an infringement action, it is quite com-
mon for importers to  ‘ abandon ’  their shipments once detention has been ordered. 
Thus, countries may enact legislation to provide for simplifi ed destruction proce-
dures in these cases, although TRIPS is silent on this matter.  

    134    So far, the TRIPS border measures provisions have been the subject of only one 
WTO Panel Report. In 2007, the United States requested the formation of a panel 
to determine, among other matters, whether (1) China was obligated to apply the 
remedies set forth in Article 59 to infringing goods intended for both importation 
and exportation; and (2) whether China violated Articles 46 and 59 by auctioning off 
certain detained and abandoned goods after the simple removal of the counterfeit 
trade mark. In 2009, the panel published its report, fi nding that Article 59 does not 
apply to export goods because Article 51 makes any such extension optional; but that 
China did violate Article 46, which states that  ‘ the simple removal of the trademark 
unlawfully affi xed shall not be suffi cient, other than in exceptional cases, to permit 
release of the goods into the channels of commerce ’ .  

    135    The provisions of the TRIPS Agreement leave open what shall be defi ned as an act of 
 ‘ importation ’ , in particular if the transit of goods would qualify as such. Although the 
European Court of Justice so ruled in a 2000 judgment, 191  more recently it has held 
that the mere transit of allegedly infringing goods from one non-Member State to 
another non-Member State does not violate EU law, absent evidence that the goods 
are intended to be diverted to EU consumers. 192  As a consequence, the EU amended 
its Customs Regulation with effect from 1 January 2014. Brazil and India, which pre-
viously had requested consultations with the WTO concerning the detention in the 
Netherlands of patented pharmaceuticals en route from India to Brazil (in which 
countries the products were not patented), have not pursued the matter further. 193   

    136    Finally, Article 60 of TRIPS exempts the importation of objects for personal con-
sumption from the above-mentioned rules. Even without such explicit mention, it 
stands to reason that IP rights give rights of commercial exploitation, and acts of 
private use, as would also be a private importation, in many countries would not be 
deemed infringing at any rate.    

 190         Here, the European Court of Justice has ruled on an instructive case where the Swedish authorities refused 
to provide such details: ECJ ,  14 October 1999 ,  Case C-223/98   Adidas AG   .  

 191        ECJ,  6 April 2000 ,  Case C-383/98    The Polo/Lauren Company LP v PT Dwidua Langgeng Pratama Interna-
tional Freight Forwarders.      

 192        CJEU,  1 December 2011 ,  Cases C-446/09 and C-495/09    Koninklijke Philips Electronics NV v Lucheng Meijing 
Industrial Company Ltd    .  

 193      Malbon/Lawson/Davison,  The WTO Agreement on Trade-Related Aspects of Intellectual Property Rights: 
A Commentary  (n 53) 683 (stating that  ‘ the interpretation was never fi nally resolved leaving open claims both for 
and against applying the procedures to goods in transit ’ ). One should also note that art 9 of the Paris  Convention 
was clearly drafted in the understanding that  ‘ transit ’  was different from  ‘ import ’  and  ‘ export ’ : Actes de la Con-
f é rence de Bruxelles (1897) at 248. Arguably, including  ‘ transit ’  in the list of infringing acts (as was proposed 
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   J. Criminal Measures, Article 61  

    137    Finally, the TRIPS Agreement mentions criminal procedures as one method of 
enforcement. Only one provision is dedicated to criminal procedures (art 61), thus 
indicating the TRIPS Agreement ’ s preference for civil enforcement. Criminal pro-
cedures even appear less important than administrative ones, thereby refl ecting the 
reality in developed, rather than developing countries. In developed countries, crimi-
nal enforcement of IP rights is rare, and if used at all, limited to infringements of 
trade marks and copyrights. France is a country that to a certain extent uses criminal 
enforcement of trade mark rights, while for patents, the following statement should 
be true for all industrialised countries:  ‘ For 134 years, criminal protection against 
infringements has basically brought about nothing ’ . 194  This is no different for, for 
example, Germany, where criminal enforcement was the prevailing method in the 
fi rst 40 years after patent protection was introduced, but subsequently fell into disuse, 
the last published case dating back to 1933. 195  Criminal enforcement becomes more 
important where the civil enforcement system shows considerable shortcomings, for 
example, with respect to obtaining evidence. Here, right owners prefer to resort to 
criminal procedure in order to obtain evidence that under civil procedures could not 
be obtained. 196   

    138    The TRIPS Agreement only requires members to provide for criminal sanctions in 
the case of wilful trade mark counterfeiting or copyright piracy on a commercial 
scale. Relevant to this matter, in the US-China WTO dispute referenced above the 
US also claimed that China violated Article 61 by exempting from criminal liability 
goods falling below a certain numerical value threshold. The panel concluded that 
the US had failed to prove that China ’ s thresholds were so high that they exempted 
certain acts of counterfeiting or piracy occurring on a commercial scale.   

in the ACTA Agreement), interpreting  ‘ transit ’  as  ‘ importation ’ , or applying the so-called  ‘ manufacturing fi c-
tion ’  to goods in transit (as the   Dutch courts did: starting with the Dutch Supreme Court decision of  19 March 
2004  ( C02/110HR )  ,     Philips v Postech and Princo   (transit of patented goods — CDs — from Taiwan to Belgium and 
 Switzerland); followed by The Hague District Court,  13 July 2005  ( 02/2947 )  ,     Philips v Furness and Princo   (transit 
of patented goods — CDs — from Taiwan to Switzerland); and the Hague District Court,  18 July 2008  ( 311378/KG 
ZA 08-617 )  ,  Sosecal v Sisvel  (transit of patented goods — MP3 players — from China to Brazil)) would be diffi cult 
to reconcile with the GATT principle of freedom of transit (art V):       C   Heath   ,  ‘  Customs Seizure, Transit and Trade  ’  
( 2010 )  41      IIC    881    .  

 194            J   Mousseron   ,  ‘  Droit des brevets et loi du 26 novembre 1990  ’  ( ‘ Patent Law and Act of 26 November 1990 ’ ) 
( 1991 )     La semaine juridique (JCP)  é dition Entreprise (E)    139    .  

 195      Imperial Supreme Court, 9 January 1933, GRUR 1933, 288.  
 196      An example would be, eg Taiwan prior to 2003 when patent infringement was decriminalised: generally, 

criminal actions were seen as more effective for IPR enforcement given the low civil penalties, relative lack of 
discovery tools and the history of delay and procedural hurdles in IPR cases: Eastwood/Chen/Weng,  ‘ Intellectual 
Property Law in Taiwan ’  in Heath,  Intellectual Property Law in Asia  (n 51) 92.  
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